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Preface

Welcome to the final May 2019 version of The Sedona Conference Commentary on Patent 1itigation
Best Practices: International Trade Commission Section 337 Investigations Chapter, a project of The Sedona
Conference Working Group on Patent Litigation Best Practices (WG10). This final version of the
Commentary supercedes the public comment version published in February 2018. This is one of a
series of Working Group commentaries published by The Sedona Conference, a 501(c)(3) research
and educational institute dedicated to the advanced study of law and policy in the areas of antitrust
law, complex litigation, and intellectual property rights. The mission of The Sedona Conference is to
move the law forward in a reasoned and just way.

This Chapter represents the collective efforts of many individual contributors. On behalf of The
Sedona Conference, I thank in particular Gary M. Hoffman, who has graciously and tirelessly served
as the Editor-in-Chief since mid-2013 for this and all Chapters for this Commentary on Patent 1itigation
Best Practices, and as the Chair of WG10 until February 2018, when he took on Chair Emeritus status.
I also thank everyone else involved for their time and attention during the drafting and editing
process, including: Paul C. Goulet, Gary Hnath, Wei-Fu Hsu, Christine E. Lehman, Barbara A.
Murphy, John Scott, Stephen R. Smith, Jeffrey M. Telep, and Andrew N. Thomases.

In addition to the drafters, this nonpartisan, consensus-based publication represents the collective
effort of other members of WG10 who reviewed, commented on, and proposed edits to early drafts
that were circulated for feedback from the Working Group membership. Other members provided
feedback at WG10 annual and midyear meetings where the drafts of this Commentary were the
subject of dialogue. The publication was also subject to a period of public comment. On the behalf
of The Sedona Conference, I thank all of them for their contributions.

The Working Group had the benefit of candid comments by the Honorable Theodore Essex (ret.),
who served as the Judicial Advisor for this International Trade Commission Section 337
Investigations Chapter. The statements in this Commentary are solely those of the non-judicial
members of the Working Group; they do not represent any judicial endorsement of the
recommended practices.

We encourage your active engagement in the dialogue. Membership in The Sedona Conference
Working Group Series is open to all. The Series includes WG10 and several other Working Groups
in the areas of electronic document management and discovery, cross-border discovery and data
protection laws, international data transfers, data security and privacy liability, patent remedies and
damages, and trade secrets. The Sedona Conference hopes and anticipates that the output of its
Working Groups will evolve into authoritative statements of law, both as it is and as it should be.
Information on membership and a description of current Working Group activities is available at
https://thesedonaconference.org/wgs.

Craig W. Weinlein
Executive Director

The Sedona Conference
May 2019
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Foreword

The International Trade Commission (ITC) is a critical forum for those seeking to protect their
intellectual property rights, particularly patent claims, against unfair imports. As overseas
manufacturing has increased and injunctive relief from the federal courts has become more difficult
to obtain as a result of the Supreme Court’s eBay decision,' ITC exclusion orders to ban infringing
imports have become a more attractive option for some patent owners who can show the existence
of a domestic industry for the products at issue. Similarly, the federal courts’ willingness, unlike the
ITC, to stay and defer to pending Inter Partes Review proceedings before the U.S. Patent and
Trademark Office (USPTO) Patent and Trial and Appeal Board has made the accelerated decision-
making of the ITC a more attractive alternative to slower district court proceedings. The time period
from the institution of the complaint to an administrative hearing (akin to a trial) by an
Administrative Law Judge (ALJ) is typically only seven to nine months, and final determination by
the Commission (and any exclusion order), usually comes in 16 to 18 months, as opposed to the two
to three years to trial in many district courts. Finally, the America Invents Act’s joinder rules are not
an issue in Section 337 investigations, as the target of the investigation is the article being imported,
with the manufacturer, distributors, downstream users, and/or importers being named, essentially,
to defend against exclusion of the imported article. While the I'TC has adopted a number of
common procedures, ALJs have individual rules of practice, some of which can differ significantly.

The Sedona Conference’s Working Group 10 (WG10) presents here principles and best practices
specific to ITC Section 337 Investigations to parallel the extensive set of commentary chapters that
WG10 has published for patent litigation in the federal courts. The public comment version of this
commentary was published in February 2018, and is updated in this final May 2019 version, to
reflect the I'TC’s June 2018 amendments to its Rules governing Section 337 investigations.

The editors would like to express their appreciation to the members of the drafting team and the
judicial advisor for their valuable input and thoughtful commentary.

Gary M. Hoffman

Editor-in-Chief

Chair Emeritus, WG10 Steering
Committee

G. Brian Busey
Tom M. Schaumberg
Chapter Editors

! eBay Inc. v. MercExchange, L.L.C., 547 U.S. 388 (2006).
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International Trade Commission Section 337
Investigations Principles “At a Glance”

Principle No. 1 — With the expedited schedule utilized by the I'TC, issues for trial should be
identified as soon as possible, and discovery should be limited to such issues. ........cccceueverriviicrrininene 5

Principle No. 2 — ITC discovery should be proportionate with the overall nature of the dispute.
However, even in complex I'TC patent investigations, the determination of proportionality also
should take into account the limited time available and inherent difficulties in obtaining information
from fOreign NON-PALLY ENLILIES. ...c.eviiuiririiieeieieicieietrice ettt 5

Principle No. 3 — Each party should be required to disclose primary relevant documents and
contentions very early in the discovery process and have an ongoing duty to disclose any additional
such documents once it learns of their existence or relevancy. While some degree of
supplementation should be allowed if done in a timely manner, the ALJ should consider not
allowing untimely produced documents or contentions to be admitted at trial absent good cause......0

Principle No. 4 — To assist in the prompt disclosure of material issues in dispute, parties are
encouraged to use contention interrogatories regarding lack of infringement, invalidity, and domestic
industry and to provide substantial responses to contentions on the schedule established by the AL]J
of as otherwise agreed DY the PArties. ..o 6

Principle No. 5 — Where appropriate and necessary, the ALJ should try to resolve discovery disputes
expeditiously and should use some form of gating function to determine which disputes truly require
fOrMAal MOLON PLACLICE. 1.vuvueiririaiiieiiicie ettt ettt s s 6

Principle No. 6 — Discovery sanctions should not be routinely requested and should not be pursued
by a party in a manner that overshadows the substantive issues in the €ase........ccocvvverviiiiiniicnniiinns 6

Principle No. 7 — If a party’s or attorney’s conduct during discovery warrants fee-shifting or
sanctions, the ALJ should consider appropriate monetary or evidentiary sanctions against the party
ot counsel to remedy, deter, or punish SUCh CONAUEL. ...c.cvrviiiiiiiiiiiiriicerc e 6

Principle No. 8 — If it is likely that the construction of disputed claim terms will be critical to or
dispositive of any issues of infringement, invalidity, or the technical prong of domestic industry, a
claim construction hearing should be held and a decision should be issued in advance of expert
reports and contention responses where practicable. ..o 17
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International Trade Commission Section 337
Investigations Best Practices “At a Glance”

Best Practice 1 — The complainant’s counsel should consult with the Office of Unfair Import
Investigations (OUII) before filing a complaint pursuant to Section 337 to identify any issues and
deficiencies Before fIlING. .....cociiiiiiiiiiiice s 3

Best Practice 2 — The private parties may contact OUII before institution if an investigation would
benefit from participation by OUIL, or if they believe OUII participation is not necessary. Parties
could also advise OUII if a particular issue would merit its involvement. ........ccoeccueviciciniiciennineecnnn. 3

Best Practice 3 — The designated OUII attorney and OUII are a full party in the investigation, and
the private parties should confer with them regularly regarding procedural and substantive issues.....4

Best Practice 4 — Early in an investigation, often before formal discovery, the private parties may
contact the designated OUII attorney ex parte to offer to provide information about the technology
at issue, the products involved, etc., but should provide the information in the format and timeframe
that the particular OUIL attorney Prefers. .. 4

Best Practice 5 — The private parties may seek the advice of OUII when a significant dispute arises
that OUIID’s expertise can help reSOIVE. ... 4

Best Practice 6 — In advance of the pre-hearing briefing, the private parties should consider
discussing with OUII the major technical- and merits-related iSSUES. ......ccooviuriviiiiiiiiiiiiiiicee, 4

Best Practice 7 — The private parties should coordinate the scheduling of key fact and expert
depositions so that the OUII attorney can attend and participate in such depositions. ..........c.ceeueeee. 4

Best Practice 8 — Respondents identified in a complaint filed with the ITC, upon obtaining
knowledge of such filing, should issue a litigation hold notice, even before the I'TC has decided to
institute a Section 337 INVESHGAION. ..vcviviiiiiiiiiiiiicccieee e a s aes 7

Best Practice 9 — The parties should meet and confer before the first scheduling conference and
throughout the case and, to the extent possible, resolve any disputes expeditiously and independent
OF COULT INEEIVEINTION. 1utrteurrieriiereeriesirteeitesetssestssesasseseseesestssesessesassesessssesssesensesessesesssesesesensesesessesensesenseseseeses 7

Best Practice 10 — As soon as practicable, parties should confer and seek to reach agreement on a
plan for the discovery of electronically stored information (ESI), which shall include both the scope
AN APPLOACK. 1.ttt 7

Best Practice 11 — Because the I'TC does not have a rule pertaining to initial disclosures, each
complainant and respondent should provide, very early in the proceeding, basic information and
materials within its possession, custody, Of CONIOL ..o 3

Best Practice 12 — Within 30 days of receipt of the complainant’s disclosures, the respondent should
produce documents sufficient to identify the accused products; show how they work; identify
whether each accused article in its entirety (or portions thereof) has been imported, and where each
portion was manufactured; and, for imported articles or portions, identify the ports of entry. ............ 9

Best Practice 13 — Within 30 days of receipt of the accused respondent disclosures, the complainant
should serve its violation contentions for that accused infringer. The complainant should identify all
known accused products, methods, systems, or instrumentalities it claims violates its IP rights, and
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the bases for each of its claims. The complainant should also provide all support for its claim that a
domestic industry exists or is in the process of being established.........ccccvvicirviiiiiniciniciiiee. 9

Best Practice 14 — Within 30 days of receipt of the complainant’s infringement contentions, each
respondent should serve upon all parties its initial contentions and responsive contentions, including
with respect to noninfringement and technical domestic INAUSLY......cccoviviiiiiiiniiiiiiies 9

Best Practice 15 — Within 30 days of receipt of the accused infringer’s initial invalidity contentions, a
complainant should serve upon all parties its responsive contentions regarding invalidity and any
other affirmative defenSes. ... 9

Best Practice 16 — The ALJ may wish to set a deadline after which amendments to contentions can
be made only for good cause. If a claim construction hearing is conducted, a reasonable time
thereafter (e.g., 20 days) might be appropriate. Any information or contention not timely produced
may be excluded from the evidentiary record, at the discretion of the ALJ. ...ccccoviviiiiiiiiiinns 9

Best Practice 17 — Upon request, respondents should make available, subject to reimbursement, a
reasonable number of sample accused products or should stipulate that the accused products that
are available for purchase in the market are authentic and can be used for purposes of infringement
and other analysis. The complainant should, upon request, also similarly make available a reasonable
number of sample domestic INAUSLLY PrOAUCES. .....ccuiviiiiiiiiiiiiiiii e 10

Best Practice 18 — The discovery that will typically be most important in resolving the issues in
Section 337 patent cases includes (1) documents sufficient to evidence each discussion with,
disclosure to, or other manner of providing to a third party, or sale of, or offer to sell, the claimed
invention prior to the date of application for the patent-in-suit; (2) documents evidencing the
conception, reduction to practice, design, and development of each claimed invention; (3) the file
history for each patent-in-suit; (4) samples of the accused products and domestic industry products
and documents evidencing their design and/or the method of their manufacture; (5) documents
sufficient to evidence the importation and sale of the accused products; (6) documents sufficient to
evidence expenditures and activities claimed to be part of the domestic industry; and (7) documents
supporting or refuting invalidity defenses (e.g., allegedly invalidating priof art). .......cccccevevecrvereeecnnnn. 10

Best Practice 19 — At the outset of the investigation, the parties should consider as part of a
discovery stipulation whether to limit or eliminate discovery of email to avoid unnecessary burden
and cost, depending on the nature of the Claims.......covieueiiiieiiniiercee e 11

Best Practice 20 — At the beginning of an investigation, where not already covered by the ALJ’s
ground rules, the parties should discuss whether to raise with the AL]J suggested expedited or
simplified procedures for raising and resolving discovery disputes and whether such procedures
should be included in the discovery plan. Parties should consider asking the AL] to permit letter
submissions on those issues for which the parties and the ALJ agree that more formal briefing is
UTLIIECESSALY. 1uiutitireieniaiiitetesesestt ettt eb bbb bbb bbb e b bbb et b e bbb e bbb b et d e bbb e bbb bbbt b bbb ss s 11

Best Practice 21 — To the extent the ALJ’s ground rules do not require a party to seek
preauthorization for filing discovery related motions, the parties should discuss whether to raise with
the ALJ suggested prefiling actions that would allow the ALJ to rule on the dispute without the
parties having to brief a motion. Parties should consider asking the ALJ to permit znter partes
telephone conferences or letter submissions for the ALJ to resolve the dispute short of motions
PLACHICE vttt bbbt 11

Best Practice 22 — In investigations where source code is sought and produced in discovery, the
parties should agree upon any additional protective order provisions necessary for such source code
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and cooperate eatly in the proceedings to facilitate reasonable access and appropriate protection of
SOULCE COUE. woumiiiimiiitiiiiii iRt 12

Best Practice 23 — The I'TC should articulate with greater specificity the reason for its assignment of
an investigation into the 100-day Program.........iiiii e 15

Best Practice 24 — The I'TC should communicate to a complainant in advance of institution that it is
contemplating utilizing the 100-day program, informing the complainant with specificity of the
potential defect or dispositive issue in its COMPIAINL. ...vveveviieeiiiriieieriieieeceeee e neeaes 15

Best Practice 25 — A complainant notified of potential application of the 100-day program should be
given the opportunity to withdraw its complaint or to attempt to rectify the problem warranting
application of the 100-day PLrOZIAML. .......cceviiiuiiiiniiiiiiiiieeiriee et 15

Best Practice 26 — If the ITC designates a potentially dispositive issue for the 100-day program, the
parties should be given the opportunity to raise, and the ALJ should consider, whether to stay
discovery of issues that are not being adjudicated while the program proceeds..........cccocevivviviiirninnee 16

Best Practice 27 — Early in the proceedings, all parties should exchange lists of claim terms that may
need to be construed by the ALJ. Ideally through meeting and conferring, the parties should come
to agreement on a minimal, joint list of claims that may need construction, exchange proposed
constructions, craft any stipulated constructions, and draft a joint list of disputed terms and
PLOPOSEA CONSTIUCTIONS. cuvevvivriaierrriaiatetisceetese it sesseseees st essestae et sestaes s st sesssssaesesesssaesesetsssesessssssesesnans 18

Best Practice 28 — After claim construction briefing and before a claim construction hearing, the
parties should determine whether the claim construction disputes can be further reduced, focusing
on whether any disputed term is truly critical or dispositive to the issues of infringement, invalidity,
ot the technical prong of dOmMESHC INAUSLLY. ...c.oviiiiiiiiiiiiiriiccirecee e 18

Best Practice 29 — The claim construction hearing generally should be conducted within the first
several months of a Section 337 proceeding in order to ensure that the ALJ, where practicable, can
issue a claim construction order sufficiently prior to the deadline for exchange of expert reports on
infringement, invalidity, and the technical prong of domestic INAUSLY......cevvviererriricrreriicierrierereenes 19

Best Practice 30 — In advance of the claim construction hearing, the parties should endeavor to agree
to narrow and limit the number of terms subject to argument during the hearing. ........cccccevvvvinnnnes 19

Best Practice 31 — Subject to the ALJ’s discretion, the claim construction hearing should proceed
term-by-term within each patent, with counsel for each of the private parties and OUII being heard.

Best Practice 32 — It is generally preferable that the claim construction hearing not include live fact
or expert testimony, subject to the ALJ’s discretion and the agreement of the parties and OUIL.....19

Best Practice 33 — After a Markman hearing is held, where practicable, the AL]J should issue a
reasoned order so that the claim construction can be incorporated and considered sufficiently in
advance of deadlines for expert reports and final contention discloSULes...........covuiivriviiiiniiinicnennines 19

Best Practice 34 — Depending on the technology at issue, a nonadversarial technology tutorial prior
to the claim construction hearing may be beneficial, at the ALJ’s disCretion. ......ccoeeeuveveeceerrerceerennenee 20

Best Practice 35 — Filing early motions for summary determination may be helpful to resolve
disputed issues and minimize issues for the hearing or to identify and focus the remaining issues for
the NEATING. ..c.viiiiiiiii e 21

ixX



The Sedona Conference Commentary on Patent Litigation Best Practices: International Trade Commission Section 337 Investigations Chapter May 2019

Best Practice 36 — Selective use of summary determination on an issue, whether case dispositive or
not, is an important tactic affecting trial strategy. Particularly for a complainant, who has the burden
on many issues, it can preserve limited trial time for more important, fact-intensive issues. .............. 21

Best Practice 37 — Parties should meet and confer early in the investigation to discuss stipulations
that could streamline discovery or make summary determination proceedings unnecessary............... 23

Best Practice 38 — The parties should discuss, early on, narrowly tailored discovery requests that can
facilitate reaching stipulations on undisputed issues as eatly as possible. Counsel should raise any
difficulties in accomplishing this promptly with the ALJ. ..o 23

Best Practice 39 — The ALJ and the parties should consider scheduling dates near the beginning,
middle, and close of discovery for the parties to report on any stipulations reached. ........cccccceceuenncee 23

Best Practice 40 — To take advantage of the ITC’s rules providing that objections to discovery must
be sustained where parties have agreed to stipulations, parties should make eatly efforts to stipulate
to fundamental facts or elements of proof. They should then seek prompt enforcement of protective
orders to prevent duplicative, onerous discovery covering the stipulations. .........ccccocveveeccrevrirecuennenes 23

Best Practice 41 — Parties are encouraged to narrow and streamline their case by offering for
admission only those exhibits upon which the ALJ needs to rely in order to reach an Initial
DD EtETIININATION. eeviiiieieeeeeeeee ettt ettt ee ettt e ettt e sesaateeeesaseesesasaeesesstsessaaseesanssaessassaaessansaeesssnsaeesasnsaeessssseesssnnnes 25

Best Practice 42 — Parties are encouraged to streamline the hearing by objecting only to those
exhibits which are material to the ALJ’s Initial Determination and to which a substantial objection
CAN DE TAISE. oottt 25

Best Practice 43 — Parties should not seek to admit any exhibit unless that exhibit is substantively
discussed in a witness statement or upon good cause shown in the absence of a sponsoring witness.

Best Practice 44 — Parties should submit exhibit lists after the submission of rebuttal witness
statements and admissible deposition designations and declarations. .........ccccvvveeviiiriiiniciiiniennn. 26

Best Practice 45 — All proposed demonstrative exhibits should have proper foundation and contain
citations to the SUPPOLING EVIAEIICE. w..vuiuiuuriiiiiiiiicieirice ettt 26

Best Practice 46 — Witness statements should be limited in length to a defined number of pages per
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Best Practice 47 — The parties should jointly submit an identification of representative products for
purposes of infringement and domestic INAUSLLY ANALYSIS. c...vveererriieiieiriieieirieeeeeeeereeereneeeseseneeae 26

Best Practice 48 — The parties should agree to limit their objections to exhibits and testimony to 10
high priority objections (“HIPOs”) and 10 motions iz /imine (“MILs”), with the right to make oral
objections as needed at the NEALING. .......ccceuiiiiiiiiiiiirceee e 27

Best Practice 49 — Parties should be allowed opening argument prior to commencement of their
respective presentations Of direCt WILNESSES......ciuiuiuiriiiiiiiiiiiieiiiee s snaes 28

Best Practice 50 — For good cause shown, parties may be provided a reasonable, limited amount of
live direct testimony, to be set by the ALJ, for certain expert or fact witnesses on critical issues.......28

Best Practice 51 — If a party does not contest the presence of a claim limitation (either for
infringement or validity), parties should be strongly encouraged to reach appropriate stipulations to
avoid the introduction of unneeded evidence on such undisputed limitations. ..........ccccecevevrvriierrnnnes 29
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Best Practice 52 — The ALJs should encourage parties and OUII to discuss agreement to allow a
client in-house representative to attend the hearing even during presentation of confidential business
information, with exceptions for highly sensitive, confidential, competitive market data or
information about future Products.......c.cciiiiiii s 29

Best Practice 53 — When the public-interest analysis is delegated to the ALJ, parties should promptly
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Introduction

The U.S. International Trade Commission (ITC or “Commission”) is an independent federal agency
charged with administering various statutes relating to international trade. Pursuant to 19 U.S.C. §
1337 of the Tariff Act of 1930, as amended (“Section 337”), the I'TC is authorized to conduct
investigations into allegations of unfair methods of competition and unfair acts relating to imported
articles. Section 337 also specifically authorizes the I'TC to investigate unfair acts that involve
infringement by imported articles of intellectual property rights, including patents, trademarks, and
copyrights. If the ITC determines that a violation of Section 337 has occurred, the ITC has statutory
authority to issue remedial orders excluding imported infringing products from entry into the U.S.
(called “exclusion orders”) and preventing such infringing products already imported from being
sold or distributed in the U.S. (called “cease-and-desist orders”). The vast majority of ITC
investigations pursuant to Section 337 involve allegations of patent infringement; however, the
language of the statute is broad enough to cover claims of other unfair acts, including federal and
common law trademark infringement, copyright infringement, trade secret misappropriation, passing
off, false advertising, Lanham Act violations, violations of the Digital Millennium Copyright Act,
and antitrust violations.

The ITC adjudicates claims of violation of Section 337 under the Administrative Procedure Act
(APA).> After the six-member Commission votes to institute an investigation, typically based on a
complaint filed by a private party, the investigation is assigned to one of (typically) six
Administrative Law Judges (ALJs). The assigned AL]J supervises pretrial proceedings (including
discovery), rules on motions, holds a hearing (i.e., trial) on the merits, and issues an Initial
Determination as well as a recommendation on remedy. As part of a Section 337 investigation, the
ITC’s Office of Unfair Import Investigations (OUII), acting as an independent third-party litigant,
may assign one of its attorneys to participate fully in the case to take positions on procedural issues,
on the merits, and with respect to a possible remedy. The ALJ’s Initial Determination and remedy
recommendation, which are usually issued within 12 months after institution, are subject to review
by the full Commission. The full administrative investigation under Section 337 normally is
completed within 16 to 18 months after institution.

In addition to following the APA, the ITC has its own set of rules for adjudication of Section 337
investigations.” Although many of the ITC’s rules are similar to the Federal Rules of Civil Procedure,
the Federal rules do not govern Section 337 investigations and may have only persuasive effect in
the absence of a Commission rule. Each judge also issues ground rules applicable to hearings
assigned to that judge.

Given the growing importance of Section 337 investigations to enforcement of U.S. patent and
other intellectual property rights where imports are involved, Working Group 10 (WG10) formed a
drafting team to develop best practices for I'TC Section 337 litigation in several areas. WG10’s goal
was to develop consensus-based best practices to improve the process of Section 337 litigation for
the benefit of the I'TC, parties, their counsel, and the public.

2 5US.C.§§ 551-59.
3 19 C.E.R. pt. 210.
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Although the committee believes that the principles and best-practice recommendations in this
Chapter reflect consensus among the drafting team members and accepted practices among
practitioners, some topics raise issues that are subject to more debate or controversy. For example,
Section II discusses discovery and the possibility of introducing a proportionality rule to streamline
discovery in I'TC investigations. The 2015 Amendments to the Federal Rules of Civil Procedure
adopted a proportionality standard for discovery in federal cases, and the drafting team’s consensus
is that a similar rule might also be appropriate to streamline discovery in I'TC cases. Another topic
that also involved debate is the use of the 100-day program, as discussed in Section III, for early
termination of investigations based on dispositive issues, such as the requirement in Section 337
investigations to establish an economic domestic industry. Certain parties and practitioners are of
the view that the I'TC should refer more cases to the 100-day program for accelerated disposition.
The drafting team generally agrees with the ITC’s cautious approach to referral to the 100-day
program but recommends the I'TC provide more guidance on which specific issues are appropriate
for such referral and greater transparency in decisions on such referrals.

The drafting team also considered the interplay between the I'TC and Infer Partes Review (IPR)
proceedings before the U.S. Patent and Trademark Office (USPTO) Patent Trial and Appeal Board
(PTAB). The ITC considers requests to stay an I'TC investigation based on a pending IPR under the
same criteria it has used for other USPTO proceedings, such as reexaminations. Those factors are
(1) the state of discovery and the hearing date in the I'TC case; (2) whether a stay will simplify the
issues and hearing; (3) undue prejudice to any party; (4) the stage of the PTAB proceedings; and (5)
the efficient use of Commission resources.’ The ITC ALJs have thus far denied stay requests based
on pending IPRs, relying on the same reasoning the ITC has historically used.” With a few
exceptions the Commission has also generally denied motions to stay or suspend its remedy orders
based on final PTAB determinations of invalidity where such determinations were subject to judicial
review.’ The drafting team is not recommending any policies on this topic at this time.

*  See In re Semiconductor Chips with Minimized Chip Package Size, Inv. 337-TA-605, Comm’n Op. 2008 WL 2223426
at ¥4 (May 27, 2008).

See, e.g., Certain Laser-Driven Light Sources, Subsystems Containing Laser-Drive Light Sources, and Products
Containing Same, Inv. No. 337-T'A-983, Order No. 8 (Mar. 3, 2016) (denying stay based on pending IPRs on, among
other grounds, that the IPRs would not streamline the investigation because additional invalidity issues were raised in
the PTC proceeding).

6 See g, Certain Network Devices, Related Softwatre and Components Thereof (II), Inv. No. 337-TA-945, Comm’n
Order Denying Motion for Stay of Remedial Orders Pending Appeal (Nov. 3, 2017). In certain investigations,
however, where the final PTAB decision issued before the Commission’s remedy orders and the relevant patent
claims were determined to be invalid, the Commission has exercised its discretion to suspend a portion of an
exclusion order. See Certain Magnetic Tape Cartridges and Components Thereof, Inv. No. 337-TA-1058, Comm’n
Op. at 62-63 (Apr. 9, 2019); Certain Three Dimensional Cinema Systems and Components Thereof, Inv. No. 337-
TA-939, Comm’n Op. at 60-61 (Aug. 23, 20106).
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1. Interactions with OUII

The I'TC’s Office of Unfair Import Investigations plays a unique role in Section 337 investigations.
OUII will designate an Investigative Attorney (“OUII attorney”) to participate in certain
investigations as an independent trial attorney representing the public interest by ensuring that a
complete record is developed. OUII also reviews draft complaints for complainants on a
confidential basis to help identify any noncompliance with Commission rules. Litigants new to
Section 337 investigations may be unfamiliar with OUII’s role and the potential for OUII to assist in
streamlining I'TC investigations.

Parties are encouraged to work cooperatively with the OUII in each phase of an investigation.
A. INTERACTION WITH OUII BEFORE FILING A COMPLAINT

Best Practice 1 — The complainant’s counsel should consult with the Office of
Unfair Import Investigations (OUII) before filing a complaint
pursuant to Section 337 to identify any issues and deficiencies
before filing.

OUII plays an important role in Section 337 litigation, and private litigants should both understand
OUII’s role and how OUII can assist in the efficient conduct of ITC proceedings.

As an initial matter, potential complainants should contact OUII for review of draft complaints.
OUII will provide a confidential review of draft complaints that may help avoid or reduce the need
for supplementation of complaints, delays in institution, severance into multiple investigations, or
unwarranted placement in the 100-day program.

B. INTERACTION WITH OUII BEFORE INSTITUTION

Best Practice 2 — The private parties may contact OUII before institution if an
investigation would benefit from participation by OUII, or if
they believe OUII participation is not necessary. Parties could
also advise OUILI if a particular issue would merit its
involvement.

Once a complaint is filed, counsel for the private parties may also want to contact OUII if
participation by OUII would be helpful in the investigation. Since 2011, OUII has not participated
in every Section 337 investigation, and it may participate on only some issues (such as domestic
industry), or it may participate fully. If a party believes that the case will benefit from OUII
participation to address, for example, a public-interest or domestic-industry issue, the director of
OUII can be contacted.
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C. INTERACTION WITH OUII DURING THE INVESTIGATION

Best Practice 3 — The designated OUII attorney and OUII are a full party in the
investigation, and the private parties should confer with them
regularly regarding procedural and substantive issues.

Best Practice 4 — Early in an investigation, often before formal discovery, the
private parties may contact the designated OUII attorney ex
parte to offer to provide information about the technology at
issue, the products involved, etc., but should provide the
information in the format and timeframe that the particular
OUII attorney prefers.

Best Practice 5 — The private parties may seek the advice of OUII when a
significant dispute arises that OUII’s expertise can help resolve.

Best Practice 6 —In advance of the pre-hearing briefing, the private parties should
consider discussing with OUII the major technical- and merits-
related issues.

Best Practice 7 — The private parties should coordinate the scheduling of key fact
and expert depositions so that the OUII attorney can attend and
participate in such depositions.

Once a Section 337 investigation is instituted, the attorneys in OUII can assist parties by advising
them of past practices by ALJs, recent rulings, and successful strategies for streamlining cases. For
example, OUII may be able to assist the parties in reaching agreements or stipulations to resolve
issues that need not be fully litigated. As a third party, OUII can serve as an intermediary to point
out the benefits of stipulations to each party. Also, OUII may have insight into recent rulings on
motions 7 /imine that may be only reported in trial transcripts, or other oral rulings made during
hearings that could aid the parties. Such rulings may not be publicly available due to protective order
or transcript restrictions, yet will help the parties in focusing the issues they will pursue. In order for
OUII to have a full opportunity to participate, the parties should make every effort to accommodate
deposition scheduling, particularly of experts, to allow OUII to attend important depositions.
Because OUII has limited resources, attendance at expert depositions by OUII attorneys is very
helpful in preparing for the hearing.
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II. Discovery—Proportionality and
Streamlining of Discovery and Related
Motions Practice

Discovery in proceedings before the I'TC is similar to discovery in district courts, but there are
differences in the rules for conducting discovery. Notably, the I'TC has not formally adopted the
Federal Rules of Civil Procedure—although its rules on discovery are similar in many respects. For
example, the 2015 Amendment to Federal Rule of Civil Procedure 26(b)(1) requiring discovery to be
“proportional to the needs of the case” has not expressly been adopted in the ITC. But even before
the 2015 Amendment, the I'TC’s rules placed general limits on discovery where “[tlhe burden or
expense of the proposed discovery outweighs its likely benefit, considering the needs of the
investigation, the importance of the discovery in resolving the issues to be decided by the
Commission, and matters of public concern.”” Discovery in the I'TC is thus not unbounded and
should be considered to have similar scope as that mandated in the 2015 Amendment.

In light of the similarities to district court discovery, we recommend that readers refer to the
principles and best practices identified by The Sedona Conference’s Working Group 10 (WG10) in
its Commentary on Patent 1.itigation Best Practices: Discovery Chapter.” The discovery principles and best
practices below are intended to supplement the WG10 chapter on discovery to the extent there are
issues and practices unique to Section 337 proceedings, particularly in light of the fast pace and
complex nature of ITC proceedings. Some of these principles and best-practice recommendations
are covered in whole or in part by the ground rules of the ITC ALJs.

Principle No. 1 —With the expedited schedule utilized by the ITC, issues for trial
should be identified as soon as possible, and discovery should be

limited to such issues.

Principle No. 2 — ITC discovery should be proportionate with the overall nature of
the dispute. However, even in complex I'TC patent investigations,

the determination of proportionality also should take into account
the limited time available and inherent difficulties in obtaining
information from foreign non-party entities.’

As in all litigation, ITC discovery should be proportionate with the overall nature of the dispute,
including for patent-based case factors such as the number of patents or patent families and claims
asserted, complexity of the technology involved, the number of accused products involved, the
dollar value of the imports involved, and the importance of the discovery sought to the resolution of

7 19 CFR.§210.27(d)(4).

8 The Sedona Conference, Commentary on Patent Litigation Best Practices: Discovery Chapter, THE SEDONA CONFERENCE
(Dec. 2015), https://thesedonaconference.org/publication/ Commentary_on_Patent_Litigation_Best_Practices
_Discovery_Chapter [hereinafter WG10 Discovery Chapter].

9 This is consistent with FED. R. CIV. P. 26(b)(1) and Commission Rule 210.27(d)(4).
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the issues. In particular, given the expedited schedule utilized by the I'TC, all discovery, including
discovery from third parties, should be limited to the issues identified for trial.

Principle No. 3 — Each party should be required to disclose primary relevant
documents and contentions very early in the discovery process and
have an ongoing duty to disclose any additional such documents
once it learns of their existence or relevancy. While some degree of
supplementation should be allowed if done in a timely manner, the
AL]J should consider not allowing untimely produced documents or
contentions to be admitted at trial absent good cause.

Principle No. 4 —To assist in the prompt disclosure of material issues in dispute,

parties are encouraged to use contention interrogatories regarding
lack of infringement, invalidity, and domestic industry and to
provide substantial responses to contentions on the schedule
established by the ALJ or as otherwise agreed by the parties.

Principle No. 5 —Where appropriate and necessary, the AL]J should try to resolve
discovery disputes expeditiously and should use some form of

gating function to determine which disputes truly require formal
motion practice.

Principle No. 6 — Discovery sanctions should not be routinely requested and should
not be pursued by a party in a manner that overshadows the
substantive issues in the case.

Principle No. 7 —If a party’s or attorney’s conduct during discovery warrants fee-
shifting or sanctions, the AL]J should consider appropriate monetary
or evidentiary sanctions against the party or counsel to remedy,
deter, or punish such conduct.

Readers are referred to the WG10 chapter on discovery for best practices that pertain to all
litigation, including Section 337 investigations.10 The best practices identified below are specific to
ITC proceedings or have been modified from the best practices in the WG10 chapter on discovery
to address issues particular to ITC proceedings.

A. PRELIMINARY DISCOVERY PRACTICES
1. Litigation Holds and Preservation Notices

ITC investigations differ from district court litigation in that the filing of the complaint does not
immediately trigger institution of an investigation. Institution is initiated by the Commission, usually
30 days after the filing of a complaint that comports with the ITC’s rules. However, respondents
should not wait for the conclusion of this 30-day period to initiate discovery best practices.

0 WG10 Discovery Chapter, supra note 8.
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Document collection and preservation should begin as soon as practicable after a respondent learns
of the filing of a complaint wherein the respondent is named.

Best Practice 8 — Respondents identified in a complaint filed with the ITC, upon
obtaining knowledge of such filing, should issue a litigation
hold notice, even before the ITC has decided to institute a
Section 337 investigation.

A properly implemented litigation hold in I'TC cases (as with in any form of litigation) ensures that
materials most likely to have relevant information potentially subject to discovery are preserved, in
the event that the Commission institutes an investigation. The litigation hold notice should be
directed to the individuals and custodians most likely to have relevant information or control over
systems in which relevant information is likely to be stored, and the notice should be updated
throughout the litigation (e.g., if additional custodians are identified, or additional patents or accused
products are added to the case).

Opposing parties often seek discovery on whether a litigation hold was issued. Taking proactive
steps to ensure all custodians propertly retain relevant materials will aid collection efforts and help in
avoiding spoliation claims.

2. Discovery Conferences and Stipulations

Given the fast pace of ITC investigations, parties should engage in early discussions with opposing
counsel to gauge the complexity and size of the case. Understanding the other side’s points of
conflict will aid the parties in scheduling and preparing for discovery and substantive case
development. Many ALJs require the parties to engage in, and submit regular joint reports regarding,
discovery committee conferences. Conducting initial discussions about how and when these
conferences will be conducted, as well as how disputes should be addressed, can ensure that the
conferences are not overly burdensome.

Best Practice 9 — The parties should meet and confer before the first scheduling
conference and throughout the case and, to the extent possible,
resolve any disputes expeditiously and independent of court
intervention.

Best Practice 10 — As soon as practicable, parties should confer and seek to reach
agreement on a plan for the discovery of electronically stored
information (ESI), which shall include both the scope and
approach.

The parties should meet and confer before the first scheduling conference or at another early point
in the investigation about: the substantive basis for their allegations; the specific identification of the
patent, trademark, or copyright or other claims being asserted and the products alleged to infringe;
the specific identification of known prior art; the scope of discovery needed by each party; and
confidentiality issues. The parties should continue to meet and confer about the above throughout
the case and, to the extent possible, to resolve any disputes expeditiously and independent of court
intervention.
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As soon as practicable, parties should confer and seek to reach agreement on a plan for the
discovery of electronically stored information. Both the scope of, and approach to, discovery should
be identified, including files to be searched, terms to use for searching, foreign language issues that
might add complexity to the searches, each party’s systems, the number and identification of
custodians, format (or existing specialized formats) of production, and whether technology assisted
review will be utilized.

3. Initial Disclosures and Contentions

Unlike the Federal Rules of Civil Procedure, the I'TC rules do not include a rule governing formal
initial disclosures. One of the reasons that the I'TC rules do not require mandatory disclosures in
discovery is that the ITC rules require much more detail in Section 337 complaints than those in
district court.' In patent-based complaints, for example, identification of the ownership and
assignments for each asserted patent, identification of any license agreements covering such patents,
a list of each corresponding foreign patent or patent application, a nontechnical description of each
invention, a showing that each respondent is importing or selling the accused product, and claim
charts showing infringement of each asserted independent claim by the accused articles are
required.”” Beyond these requirements, however, the ITC does not have specific patent contention
disclosure rules that exist in some district courts. Therefore, there are no formal requirements
obligating the exchange of infringement or invalidity claim charts. The disclosure of such
information is instead usually handled through the exchange of contention interrogatories. Notably,
unlike district court cases where damages-related discovery can be very extensive and often triggers
the “proportionality” balancing of the Federal Rules of Civil Procedure, an ITC investigation does
not include damages, and thus, such expansive discovery regarding financial issues can usually be
avoided. The same is usually true for willfulness discovery.

Developing a plan for the prompt exchange of initial disclosures and contentions helps to guide the
parties’ responses during the discovery process. For example, written discovery, depositions, and
third-party discovery are likely to be impacted based on an understanding of the other parties’
positions. The sooner initial disclosures and contentions are exchanged, the sooner parties can assess
the case and identify additional discovery necessary to develop their case.

Best Practice 11 — Because the ITC does not have a rule pertaining to initial
disclosures, each complainant and respondent should provide,
very early in the proceeding, basic information and materials
within its possession, custody, or control."”

As noted above, because the ITC does not have a rule pertaining to initial disclosures (although

certain ALJs have ground rules requiring such disclosures) the complainant should provide, very
early in the proceeding, basic information and materials within its possession, custody, or control
concerning its claims, the development of its technology, the date and manner of conception and

1 19 CFR. §210.12.
2oy
3 See WG10 Discovery Chapter, supra note 8, Best Practices 10 & 11.
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reduction to practice, the prosecution, ownership, assighment, and licensing of any patents-in-suit,
and the basis for a domestic industry.

The respondent should provide, for example, identification of all products, both imported and likely
to be imported during the investigation, that potentially fall within the class of accused products,
identification of the manufacturers of such products, identification of distributors of such products,
and identification of downstream products incorporating the accused products.

Best Practice 12 — Within 30 days of receipt of the complainant’s disclosures, the
respondent should produce documents sufficient to identify the
accused products; show how they work; identify whether each
accused article in its entirety (or portions thereof) has been
imported, and where each portion was manufactured; and, for
imported articles or portions, identify the ports of entry.

Best Practice 13 — Within 30 days of receipt of the accused respondent
disclosures, the complainant should serve its violation
contentions for that accused infringer. The complainant should
identify all known accused products, methods, systems, or
instrumentalities it claims violates its IP rights, and the bases
for each of its claims. The complainant should also provide all
support for its claim that a domestic industry exists or is in the
process of being established.

Best Practice 14 — Within 30 days of receipt of the complainant’s infringement
contentions, each respondent should serve upon all parties its
initial contentions and responsive contentions, including with
respect to noninfringement and technical domestic industry.

Best Practice 15 — Within 30 days of receipt of the accused infringer’s initial
invalidity contentions, a complainant should serve upon all
parties its responsive contentions regarding invalidity and any
other affirmative defenses.

Best Practice 16 — The ALJ may wish to set a deadline after which amendments to
contentions can be made only for good cause." If a claim
construction hearing is conducted, a reasonable time thereafter
(e.g., 20 days) might be appropriate. Any information or
contention not timely produced may be excluded from the
evidentiary record, at the discretion of the AL]J.

Best Practices 12—16 outline a proposed case management schedule for the exchange of disclosures,
and any amendments thereto, between the parties in a Section 337 investigation.

Y See WG10 Discovery Chapter, supra note 8, Best Practice 19.
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4. Exchange of Sample Accused and Domestic Industry Products

Best Practice 17 — Upon request, respondents should make available, subject to
reimbursement, a reasonable number of sample accused
products or should stipulate that the accused products that are
available for purchase in the market are authentic and can be
used for purposes of infringement and other analysis. The
complainant should, upon request, also similarly make available
a reasonable number of sample domestic industry products.”

In nearly every investigation, parties relying on articles that allegedly practice the patents desire to
inspect or obtain samples. These articles often are used at depositions and at trial. Accordingly, it is
important that the parties agree as to their authentication and use in the investigation. Once an
investigation is instituted, all parties should determine what sample products may be necessary to
obtain and develop a plan for obtaining them. Absent agreement with the other side, parties should
be prepared to send accused products or domestic industry products to the other side, or at
minimum, make them available for inspection.

B. DISCOVERY PRACTICES
1. Key Discovery Topics

Best Practice 18 — The discovery that will typically be most important in resolving
the issues in Section 337 patent cases includes (1) documents
sufficient to evidence each discussion with, disclosure to, or
other manner of providing to a third party, or sale of, or offer to
sell, the claimed invention prior to the date of application for the
patent-in-suit; (2) documents evidencing the conception,
reduction to practice, design, and development of each claimed
invention; (3) the file history for each patent-in-suit; (4) samples
of the accused products and domestic industry products and
documents evidencing their design and/or the method of their
manufacture; (5) documents sufficient to evidence the
importation and sale of the accused products; (6) documents
sufficient to evidence expenditures and activities claimed to be
part of the domestic industry; and (7) documents supporting or
refuting invalidity defenses (e.g., allegedly invalidating prior
art).

Discovery at the I'TC, like in a district court, involves many issues relating to developing the parties’
cases. The seven areas listed in Best Practice 18 are likely to be at issue in all investigations and
should be considered at the outset of any investigation.

15 See WG10 Discovery Chapter, supra note 8, Best Practices 27-29 (regarding the production/inspection of sample
products).

10
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2. Optional Discovery of Email

Best Practice 19 — At the outset of the investigation, the parties should consider as
part of a discovery stipulation whether to limit or eliminate
discovery of email to avoid unnecessary burden and cost,
depending on the nature of the claims.

In general, email should not be sought as a matter of course. Parties should strongly consider their
need for emails and determine whether they will materially add to proving the party’s case. Parties
also should not assume that other parties are collecting emails. Early discussion of the need for
emails, and what specific information is believed to be found in emails, will aid in the identification
and collection, if any, of responsive materials.

Some ALJs require the parties to address email production in discovery statements that are filed
early in an investigation.

3. Procedures for Resolution of Discovery Disputes

Motions practice often involves disputes between the parties regarding the scope of discovery. By
adopting procedures eatly in the case for addressing disputes, the parties may be able to avoid
motions practice related to discovery. As explained below, letter submissions to or teleconferences
with the ALJ are ways to resolve relatively minor disputes. Moreover, in cases where OUII
participates, OUII can often provide guidance as to the appropriate course of action for resolving
the dispute and may indicate which side it is likely to support.

Best Practice 20 — At the beginning of an investigation, where not already covered
by the ALJ’s ground rules, the parties should discuss whether to
raise with the ALJ suggested expedited or simplified procedures
for raising and resolving discovery disputes and whether such
procedures should be included in the discovery plan. Parties
should consider asking the AL]J to permit letter submissions on
those issues for which the parties and the ALJ agree that more
formal briefing is unnecessary.

Best Practice 21 — To the extent the ALJ’s ground rules do not require a party to
seek preauthorization for filing discovery related motions, the
parties should discuss whether to raise with the ALJ suggested
prefiling actions that would allow the AL]J to rule on the dispute
without the parties having to brief a motion. Parties should
consider asking the AL]J to permit inter partes telephone
conferences or letter submissions for the ALJ to resolve the
dispute short of motions practice.

Some ALJs require in their ground rules that parties ask the ALJ to conduct zuter partes telephone
conferences or accept letter submissions, which can be effective in resolving disputes short of
motions practice. Even if no such rule is in effect, the parties should consider raising issues with the
ALJ before filing such motions.

11
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4. Procedures for Discovery of Source Code

Best Practice 22 — In investigations where source code is sought and produced in
discovery, the parties should agree upon any additional
protective order provisions necessary for such source code and
cooperate early in the proceedings to facilitate reasonable access
and appropriate protection of source code.

It has become increasingly common in I'TC investigations involving electronics or semiconductor
products for parties to seek production (inspection) of source code. The ITC AL]Js have approved
orders adding special protections for source code, including limiting access to source code to
qualified experts and counsel, restricting review to non-networked standalone computers or
computers in third-party escrow facilities, strictly limiting copies of source code, and requiring logs
of persons granted access to source code. The I'TC Trial Lawyers Association has issued a “Source
Code Provision” containing many of these special protections for inclusion in the I'TC’s model
administrative protective order. The special protections for source code put an added premium on
cooperation and coordination among the parties in Section 337 proceedings. The parties may
consult with OUII, which can be particularly helpful on these issues because of its knowledge of
how source code has been handled in other investigations. Also, given the expedited schedule, the
parties seeking discovery of source code should propound such requests early, and responding
parties should respond and cooperate as quickly as reasonably possible.

12
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III. Use of 100-day Program for Potentially
Dispositive Issues

In June 2013 the Commission launched a pilot program to identify and adjudicate potentially
dispositive issues within 100 days of institution.'® The purpose of the program is to reduce cost and
burden on all the parties in those instances when a serious jurisdictional issue such as standing is
raised, typically by a responding party during the Commission’s pre-institution process. This
program reflects the Commission’s recognition of public concern about the high cost of litigation
and the time commitment needed for a full adjudication of all issues on the merits. The 100-day
program allows the Commission, either at the behest of a potential party or sua sponte, to select one
or more potentially dispositive issues for expedited adjudication by a limited evidentiary hearing,
thereby possibly relieving all parties of the time and expense of a full-blown investigation. However,
a potential downside to this program is the risk of delaying the ultimate completion of the full
investigation in the event that the 100-day proceeding does not result in termination. Thus, as one
might expect, in the vast majority of investigations instituted under Section 337, a 100-day program
is not initiated.

As part of the amendments to its rules effective as of June 2018, the Commission codified its
authority to direct the presiding ALJ to issue an Initial Determination on a potentially dispositive
issue on an expedited 100-day timetable."” The rules do not authorize ALJs themselves to designate
issues for early disposition, although this had been proposed in the notice of proposed rulemaking.'®

A request for the institution of a 100-day program is typically raised by a responding party when it
believes a full-blown Section 337 investigation is not warranted because the complainant’s case is
very weak on one or more dispositive issues. The I'TC requires requests for inclusion in the 100-day
program be submitted within nine days after publication of the Commission’s notice seeking public
interest comments on each newly filed Section 337 complaint. If persuaded that early resolution of
such an issue is reasonably likely to result in termination of the investigation, the Commission will
designate the issue for prompt adjudication by the assigned AL]J in the Notice of Investigation.

The ITC has not provided specific guidelines regarding the criteria for determining whether an issue
merits designation for an expedited ruling under the 100-day program. Some guidance, however, has
been provided indirectly through analysis of the investigations that have been assigned to the 100-
day program, as well as instances where the Commission declined such an assignment despite a
request from a responding party. As of April 2019, ten investigations have been assigned to the 100-
day program. The issues designated for eatly disposition have included: the existence of an

See News Release 13-059, Peg O’Laughlin, U.S. International Trade Commission, Faster Investigation Resolution,
Lower Litigation Costs are Goals of USITC Section 337 Pilot Program (June 24, 2013),
https:/ /www.usitc.gov/press_room/news_release/2013/er0624111.htm [hereinafter June 2013 ITC News Release).

17" See 83 Fed. Reg. 21140 (May 8, 2018).
8 Id. at 21141.
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economic domestic industry,” standing based on patent ownership,” patent eligibility under Section
101,” injury to the domestic industry (in a non-patent case),” and whether the complainant was
contractually barred from asserting its intellectual property against respondents.” Although not yet
the subject of a 100-day proceeding, another issue that would seem appropriate for the program
under the right circumstances (and is mentioned in the Commission’s original announcement of the
pilot program) is the fundamental requirement of an importation.

Based on the limited sample size to date, it appears that the 100-day program has succeeded in
shortening the duration and cost of a majority of the assigned investigations. Of the ten
investigations assigned to the program, six were terminated early in the investigation (albeit in some
cases based on withdrawal of the Complaint or a settlement as opposed to a determination on a
dispositive issue).

A. REQUESTS FOR INSTITUTION OF 100-DAY PROGRAM

Respondents should refrain from requesting inclusion in the 100-day program except in situations
where the complaint appears to present a potentially fundamental issue capable of disposition of the
entire case.

While many parties have, during the pre-institution phase, requested referral of an issue to the 100-
day program, the Commission has been cautious in its selection of cases for such early adjudication.
For example, in a multi-patent investigation where there are serious patentability issues relating to
only certain of the asserted patents, respondents should not request designation of the case to the
100-day program. Similarly, respondents should be judicious in requesting referral to the 100-day
program and not burden the Commission with filing routine requests for referral where there is not
a high likelihood that the issue will dispose of the entire investigation. Respondents should be
mindful that, as a useful alternative, the ITC rules authorize the ALJs to grant motions for summary

19 Certain Products Having Laminated Packaging, Inv. No. 337-TA-874 (Judge Essex), Order No. 15 (July 5, 2013)
(terminated based on determination of no domestic industry); Certain Inflatable Products and Processes for Making
the Same, Inv. No. 337-TA-1009 (Judge McNamara), Order No. 6 (July 25, 2016) (terminated by consent order prior
to a ruling); Certain Silicon-On-Insulator Wafers, Inv. No. 337-T'A-1025 (Judge McNamara), Order No. 17 (Apr. 6,
2017) (terminated based on settlement following determination that domestic industry was established); Certain IoT
Devices and Components Thereof (IoT, Internet of Things) — Web Applications Displayed on a Web Browser, Inv.
No. 337-TA-1094 (Judge Lord), Order No. 10 (Feb. 27. 2018) (terminated based on expiration of asserted patent);
Certain Solid State Storage Drives, Stacked Electronics Components, and Products Containing Same, Inv. No. 337-
TA-1097 (Judge Lord), Order 31 (Mar. 26, 2019) (terminated as to one of four asserted patents on the basis of no
domestic industry); Certain Taurine (2-Aminochtanesulfonic Acid), Methods of Production and Processes for
Making the Same, and Products Containing the Same, 337-T'A-1146, Order No. 8, (Apr. 10, 2019) (terminated based
on withdrawal of the Complaint).

20 Certain Audio Processing Hardware and Softwate, Inv. No. 337-TA-949 (Judge Pender), Otder No. 8 (June 11,
2015) (finding the requisite standing and allowing the investigation to proceed to adjudication on the merits).

21 Certain Portable Electronic Devices and Components Thereof, Inv. No. 337-TA-994 (Judge Shaw), Final Initial
Determination (Aug. 19, 20106) (terminating the investigation after conducting a 100-day procedure due to lack of
patent eligibility under Section 101).

22 Certain Clidinium Bromide, Inv. 337-TA-1109 (Judge Pender), Otder No. 12 (June 19, 2018) (terminated based on
withdrawal of the Complaint prior to a ruling).

% Certain Mototized Vehicles, Inv. 337-TA-1132 (Judge Bullock), Otder No. 18 (Dec. 21, 2018) (issue decided in favor
of complainant).
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determination “upon all or any part of the issues to be determined” when “there is no genuine issue as
to any material fact” and the moving party is entitled to judgment as a matter of law.**

B. PRE-INSTITUTION OF 100-DAY PROGRAM

Best Practice 23 — The ITC should articulate with greater specificity the reason
for its assignment of an investigation into the 100-day program.

Although the ITC in its June 2013 release announcing the creation of the pilot program provided a
few examples of potentially dispositive issues (economic domestic industry, importation, and
standing),” it declined to provide further guidance in its final rulemaking codifying the program,
explaining that “identifying in the rules every potential issue that may be appropriate for a 100-day
proceeding would unduly restrict the Commission’s ability to designate any issue it deems suitable
and appropriate.”” Thus, the only specific guidance available to parties stems from analysis of the
issues that the ITC has (and has not) designated for adjudication in the program. For example, the
ITC has indicated that it does not view public-interest issues relating to remedy as appropriate for
100-day proceedings, because these issues are considered after a violation of Section 337 has been
determined.”” WG10 recommends that the ITC consider providing further explanation of its
decisions regarding assignhment or non-assignment of issues to the 100-day program to provide
useful guidance to all parties and I'TC counsel.

Best Practice 24 — The ITC should communicate to a complainant in advance of
institution that it is contemplating utilizing the 100-day
program, informing the complainant with specificity of the
potential defect or dispositive issue in its complaint.

Best Practice 25 — A complainant notified of potential application of the 100-day
program should be given the opportunity to withdraw its
complaint or to attempt to rectify the problem warranting
application of the 100-day program.

In order to promote transparency and efficiency in handling requests for referral to the 100-day
program, WG10 recommends that the I'TC communicate to a complainant during the 30-day period
for institution that it is considering designating a particular dispositive issue for a 100-day
proceeding. This would give the complainant the opportunity to address the issue by amending the
complaint prior to institution or to request a delay of institution to allow it additional time to address
the issue. If the potentially dispositive issue cannot be rectified by pre-institution amendment of the
complaint or other means, the complainant may opt to withdraw the complaint.”® After an
investigation is instituted and referred to a 100-day proceeding, it becomes too late for complainant

24 19 CFR. §210.18(a), (b) (emphasis added).
3 See June 2013 ITC News Release, supra note 16.
26 83 Fed. Reg. at 21147.

27 See Certain Industrial Control Softwate, Inv. No. 337-TA-1020, Order Denying Request for Entry into Eatly
Disposition Pilot Program (Sept. 13, 2016).

% Se19 C.F.R. §210.10(2)(5).
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to present information that might have alleviated the need or justification for assigning the issue to
an early adjudication.

C. INTEGRATION OF 100-DAY PROGRAM INTO OVERALL INVESTIGATION

Best Practice 26 — If the ITC designates a potentially dispositive issue for the 100-
day program, the parties should be given the opportunity to
raise, and the AL]J should consider, whether to stay discovery of
issues that are not being adjudicated while the program
proceeds.

The rules codifying the 100-day program leave it to the ALJ’s discretion whether discovery on other
issues should be stayed during the 100-day proceeding. Because a 100-day proceeding requires
expedited discovery on the assigned issue(s), as well as pretrial proceedings, a formal evidentiary
hearing, and a decision within 100 days, the drafting team believes it is not practical for the parties to
simultaneously conduct full discovery on all issues in the investigation. Accordingly, we believe it is a
best practice for the ALJ to consider not allowing full discovery to proceed during the 100-day
period.
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1V. Markman Hearings and Tutorials

The ITC’s practice with respect to when and how to conduct claim construction has evolved
substantially since the Supreme Court decided that claim construction is a matter of law for the
judge to decide.” In the years after Markman, it was rare for the ITC ALJs to hold a separate
Markman hearing. The ALJs continued to rule on claim construction typically as part of their final
Initial Determination on the merits following an evidentiary hearing.

During the early 2000s, however, the ITC’s practice with respect to claim construction and separate
Markman hearings began to change. The ALJ in Certain Mobile Telephones and Wireless Communication
Devices Featuring Digital Cameras, and Components Thereof held a separate Markman hearing.” The AL]J
then issued his claim construction order in the form of an Initial Determination in an effort to make
it subject to review and revision by the Commission before an evidentiary hearing was held.” The
Commission, however, reviewed the Initial Determination and determined that a claim construction
ruling could not be issued as an Initial Determination and must be issued as an order, which is
ordinarily not subject to interlocutory review.”

Since the early 2000s and extending to date, the ITC ALJs have increasingly held separate Markman
hearings in order to determine claim construction in advance of the evidentiary hearing held to
adjudicate the merits of infringement, invalidity, and other claims.

Principle No. 8 — If it is likely that the construction of disputed claim terms will be
critical to or dispositive of any issues of infringement, invalidity, or
the technical prong of domestic industry, a claim construction
hearing should be held and a decision should be issued in advance
of expert reports and contention responses where practicable.

One of the key challenges in determining whether to hold a separate Markman hearing in Section
337 investigations is the expedited nature of the proceedings. In most I'TC investigations operating
under a 16-month target date for completion of the investigation, an evidentiary hearing will be held
approximately seven or eight months after the case is instituted. The assigned AL]J typically must
issue a full Initial Determination on the merits, including infringement, invalidity, domestic industry,
importation, and other issues within 12 months after institution. This very compressed schedule has
been one of the major reasons why some ALJs have not scheduled separate Markman hearings in all
cases.

Over time, however, the ALJs and parties have realized that in many, but not all, Section 337
investigations, a separate Markman hearing can be advantageous. A separate Markman hearing can

2 Matrkman v. Westview Instruments, 517 U.S. 370 (1996).
3 Inv. No. 337-TA-703 (Chief Judge Luckern).
31 Id., Initial Determination (June 22, 2010).

32 Id., Notice of Comm’n Determination that June 22, 2010, Initial Determination is an Order Rather than an Initial

Determination, at 2 (Oct. 20, 2010).
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streamline the number of claims and issues for trial. It can also promote eatlier settlement or
resolution by way of summary determination.

One downside of separate Markman hearings and rulings is that because they are generally not
subject to interlocutory review (similar to district court), there is a risk that the Commission may
reverse and remand on claim construction. This, of course, results in a potential second evidentiary
hearing and increases the overall cost and burden on the parties.

On balance, WG10 recommends that separate Markman hearings be held where the parties and the
ALJ believe they can be helpful for the proceeding and are practical. W(G10 notes that the Sedona
Conference’s Report on the Markman Process describes principles and best practices that are generally
applicable to patent litigation, and may be applicable with regard to claim construction in a Section
337 proceeding.”

A. PROCESS BEFORE MARKMAN HEARING

Best Practice 27 — Early in the proceedings, all parties should exchange lists of
claim terms that may need to be construed by the ALJ. Ideally
through meeting and conferring, the parties should come to
agreement on a minimal, joint list of claims that may need
construction, exchange proposed constructions, craft any
stipulated constructions, and draft a joint list of disputed terms
and proposed constructions.

Best Practice 28 — After claim construction briefing and before a claim
construction hearing, the parties should determine whether the
claim construction disputes can be further reduced, focusing on
whether any disputed term is truly critical or dispositive to the
issues of infringement, invalidity, or the technical prong of
domestic industry.

Many of the ALJs include in their ground rules or procedural schedules procedures for exchanging
claim terms and proposed constructions. Scheduling these events eatly in the procedural schedule
can assist all the parties and the ALJ in evaluating whether a claim construction hearing will be
helpful. Such an exchange can also aid the AL]J and the parties concerning how many claim terms
need to be addressed in such a hearing. An opportunity to address these issues, in a pre-hearing
telephone conference for example, could streamline claim construction hearings.

3 The Sedona Conference, Report on the Matkman Process, THE SEDONA CONFERENCE (Nov. 2010),
https://thesedonaconference.org/publication/Markman_Process.
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B. CONDUCT OF THE MARKMAN HEARING

Best Practice 29 — The claim construction hearing generally should be conducted
within the first several months of a Section 337 proceeding in
order to ensure that the AL]J, where practicable, can issue a
claim construction order sufficiently prior to the deadline for
exchange of expert reports on infringement, invalidity, and the
technical prong of domestic industry.

Best Practice 30 — In advance of the claim construction hearing, the parties
should endeavor to agree to narrow and limit the number of
terms subject to argument during the hearing.

Best Practice 31 — Subject to the AL]J’s discretion, the claim construction hearing
should proceed term-by-term within each patent, with counsel
for each of the private parties and OUII being heard.

Best Practice 32 — It is generally preferable that the claim construction hearing
not include live fact or expert testimony, subject to the AL]J’s
discretion and the agreement of the parties and OUII.

As noted above, the compressed schedule of ITC cases makes scheduling claim construction
hearings particularly challenging, but the hearings can have the most benefit if they are held relatively
early. If there are truly dispositive claim construction issues, an eatly decision will allow the parties to
address the issues in the form of a summary determination, or at least in expert discovery.

The format of claim construction hearings at the I'TC has varied widely during their brief history.
Flexibility is necessary given the wide variety of cases heard by the ALJs, including the number of
patents, complexity of technology, number of parties, and caseload demands on the ALJs. Within
the broad range of formats, addressing claim terms on a term-by-term within each patent basis is
widely used and allows the ALJ to hear related arguments together. Testimony from fact and expert
witnesses can complicate and lengthen claim construction hearings and introduce the risk of undue
reliance on extrinsic evidence. Should expert testimony have particular relevance to claim
construction issues, it could be provided in declarations submitted with the claim construction briefs
to allow the hearing to be conducted more efficiently.

C. THE MARKMAN ORDER AND POST-HEARING PROCESS

Best Practice 33 — After a Markman hearing is held, where practicable, the AL]J
should issue a reasoned order so that the claim construction can
be incorporated and considered sufficiently in advance of
deadlines for expert reports and final contention disclosures.

If a separate Markman is held, it is important that a reasoned decision be issued sufficiently in
advance of the parties’ deadlines for serving or filing expert reports and contention disclosures for
the full hearing. If this cannot be accomplished, then the parties should be allowed leave to
supplement and revise expert reports, contention responses, and witness statements or testimony to
reflect the adopted claim constructions. Also, the consensus of WG10 is that it is important that the
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Markman order explain the ALJ’s reasoning for adopting the claim constructions so the parties can
carefully consider and integrate that decision into their preparations for pretrial briefing and trial.

D. TECHNOLOGY TUTORIAL

Best Practice 34 — Depending on the technology at issue, a nonadversarial
technology tutorial prior to the claim construction hearing may
be beneficial, at the ALJ’s discretion.

A number of the ALJs have held technology tutorials in conjunction with a claim construction
hearing to provide background information. These tutorials can be more useful and efficient if they
are nonadversarial in nature and involve only presentations by counsel or experts. Extended
testimony by fact witnesses (such as inventors), experts, and potential cross-examination of
witnesses on background technology can unduly complicate what should be limited to a helpful
backdrop to aid the ALJ in understanding the claim construction issues.
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V. Use and Timing of Summary
Determination and Stipulations

Parties regularly file summary determination motions in Section 337 investigations in an effort to
reduce the number of issues being litigated at the administrative hearing or possibly to resolve the
investigation in its entirety if the motion covers a dispositive issue such as lack of domestic industry,
lack of importation, lack of patent ownership, invalidity, or noninfringement. Parties may also reach
stipulations on subsidiary issues, such as the economic or technical prong of domestic industry,
existence of importation, or level of inventories in the United States in an effort to reduce the
number of triable issues in the investigation.

The procedures and standards for summary determination at the I'TC are similar in many respects to
those for summary judgment in district courts. However, the expedited nature of I'TC investigations
suggests some differences or modifications from district court practice under certain circumstances,
as discussed below. In particular, stipulations at the ITC should be more frequently utilized to
alleviate the need for certain summary determination motions, or to focus the scope of such
motions.

In light of the similarities to the use of summary judgment in district court actions, we recommend
that readers refer to the principles and best practices identified by WG10 in its Commentary on Patent
Litigation Best Practices: Summary Judgment Chapter’* that pertain to all litigation, including Section 337
investigations. The best practices below are intended to supplement the WG10 chapter on summary
judgment to the extent there are issues and practices unique to Section 337 investigations,
particularly in light of the fast pace and complex nature of these proceedings.

A. CONSIDERATIONS FOR THE USE OF SUMMARY DETERMINATION
MOTIONS

Best Practice 35 — Filing early motions for summary determination may be
helpful to resolve disputed issues and minimize issues for the
hearing or to identify and focus the remaining issues for the
hearing.

Best Practice 36 — Selective use of summary determination on an issue, whether
case dispositive or not, is an important tactic affecting trial
strategy. Particularly for a complainant, who has the burden on
many issues, it can preserve limited trial time for more
important, fact-intensive issues.

The deadline for filing motions for summary determination is 60 days prior to the hearing. Many
parties prefer to have all contention responses and expert reports in hand before filing motions for
summary determinations. Therefore, they often wait until the deadline to file a motion, unless it is a

3 The Sedona Conference, Commentary on Patent Litigation Best Practices: Summary Judgment Chapter, THE SEDONA
CONFERENCE (Oct. 2015), https://thesedonaconference.org/publication/Commentary_on_Patent_Litigation
_Best_Practices_Summary_Judgment_Chapter.
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relatively noncontroversial issue, such as the economic prong of domestic industry, where the facts
are quite strong. While waiting ensures that the factual record is clearer, by the time motion practice
is completed and the ALJ has time to seriously consider the motions, the investigation is likely well
past the time for filing hearing exhibits and pre-hearing briefs. For purposes of reducing the pretrial
effort, late-filed motions for summary determination are typically not successful, although they can
lead to clarification of some issues for the hearing.

For instance, certain ALJs, in denying a motion for summary determination, provide guidance to the
parties on what else must be proven on the issue at hand. Other ALJs issue brief orders indicating
simply that there are disputed facts warranting denial. In the first instance, an early motion for
summary determination may provide a roadmap to the parties on the merits of the issue. In the

second instance, the best takeaway is that the parties have a draft framework for their pre-hearing
briefs.

Another factor to consider in filing a summary determination motion is that some ALJs limit, except
with leave, such motions to “one pending motion.”” This type of restriction can affect the timing of
filing such motions and is designed to encourage parties to be selective with such motions.

Parties often consider filing motions for summary determinations on contested issues, such as
infringement or validity, where there are disputed factual issues. Some parties consider this tactic a
way to educate the ALJs on important issues prior to the hearing. However, when this topic is
addressed at legal conferences, the ALJs all routinely reject the notion that this strategy is a
worthwhile exercise, indicating that this is not the way they wish to be educated, and it wastes
judicial resources.

B. STREAMLINING THE DISCOVERY PROCESS AND SUMMARY
DETERMINATION THROUGH THE USE OF STIPULATIONS

Stipulations may be a better instrument for eliminating issues prior to the hearing. The I'TC’s rules
support parties objecting to discovery on issues where the party has offered to stipulate. ALJs often
encourage parties to agree to as many stipulations as possible in advance of the hearing.

There are many issues in a Section 337 investigation that do not involve significant disputes.
Examples, depending on the particular facts of the case, may include importation, the economic or
technical prong of domestic industry, the appropriate amount of a bond, and claim limitations the
parties do not dispute that may be found in the accused products (for infringement purposes) or the
prior art (for validity purposes). However, it is often not until shortly before trial that the parties
agree to stipulate to these undisputed facts, resulting in unnecessary use of time and resources
during discovery. In general, stipulations can be a very useful tool but are not used frequently
enough, or early enough, in Section 337 investigations.

Moreover, summary determination motions are often unnecessarily filed to resolve undisputed
issues, where the parties could have resolved them through consultation and stipulations. Particularly
given the tight time frames of a Section 337 investigation, it is highly desirable to focus the time and
resources of the parties, the ALJ, and the Commission on those issues that are truly in dispute, and

% Certain Infotainment Systems, Components Thereof, and Automobiles Containing the Same, Inv. No. 337-TA-1119,

Otrder No. 7: Amending Ground Rules to Limit Summary Determination Motions (July 26, 2018).
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resolve more expeditiously those that are not. The following best practices, therefore, are designed
to encourage the use of stipulations and summary determination to make Section 337 investigations
more efficient.

1. Timing of Stipulations

Best Practice 37 — Parties should meet and confer early in the investigation to
discuss stipulations that could streamline discovery or make
summary determination proceedings unnecessary.

Best Practice 38 — The parties should discuss, early on, narrowly tailored
discovery requests that can facilitate reaching stipulations on
undisputed issues as early as possible. Counsel should raise any
difficulties in accomplishing this promptly with the AL]J.

Best Practice 39 — The AL]J and the parties should consider scheduling dates near
the beginning, middle, and close of discovery for the parties to
report on any stipulations reached.

The parties should discuss possible stipulations several times throughout the investigation, and the
ALJ should encourage the use of stipulations and be informed when the parties are able to stipulate
to facts that narrow the issues in dispute. Lead counsel for the parties should meet and confer
before these filings, with the goal of reaching meaningful stipulations and narrowing the issues in the
investigation. Consideration should be given, for example, to reaching stipulations on importation
and aspects of domestic industry, as well as claim limitations not in dispute. The purpose is to
reduce the issues to be resolved through discovery and at trial, including streamlining witness
statements or testimony, where applicable, and the submission of exhibits at the hearing. The parties
should report on stipulations reached to the ALJ, who may, at the ALJ’s discretion, direct the parties
to engage in further discussions. To the extent limited discovery is needed to establish certain facts,
the parties should try to reach agreement on an efficient exchange of information.

2. Negotiations over Stipulations

The parties should engage in good faith, meaningful discussions regarding stipulations prior to trial
and incorporate those stipulations in their pretrial submissions. The ALJ may, where appropriate,
direct the parties to engage in further discussions where it appears from the pretrial submissions that
they have not engaged in serious discussions regarding stipulations.

Best Practice 40 — To take advantage of the ITC’s rules providing that objections
to discovery must be sustained where parties have agreed to
stipulations, parties should make early efforts to stipulate to
fundamental facts or elements of proof. They should then seek
prompt enforcement of protective orders to prevent duplicative,
onerous discovery covering the stipulations.

The scope of permissible discovery at the ITC is extremely broad, which has led to complaints about
the costs and burdens associated with discovery. In an effort to reduce the amount of discovery in
an investigation, the I'TC’s rules were amended to require that ALJs must limit the frequency or
extent of discovery otherwise allowed if the responding party has stipulated to the facts to which the
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discovery is directed. In order for this rule to be meaningful, parties will need to reach stipulations
early in an investigation and act promptly to seek protective orders against cumulative, burdensome,
and overreaching discovery.” For the rule and the stipulations to be most effective, protective order
motions will need to be resolved expeditiously.”

% 210 C.FR. § 27(d)(3).
57 See 210 C.F.R. § 210.27(d) (authorizing the presiding ALJ to issue a protective order whete “discovery sought is
unreasonably cumulative or duplicative, or can be obtained from some other source . . . .”).
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VI. Streamlining the Record, Hearing
Exhibits, and Objections

Hearings in proceedings before the ITC are analogous to bench trials at the district courts, but there
are certain differences in the rules for conducting hearings. Notably, the ITC has not formally
adopted the Federal Rules of Civil Procedure or Evidence, although the rules relating to the conduct
of a hearing are similar in many respects. Notable differences, however, include the discretionary
admissibility of hearsay and the use by many of the ALJs of written direct and rebuttal witness
statements. These and other differences, together with the complex nature of I'TC investigations,
often result in parties preparing the admission of large numbers of exhibits with the concomitant
objections and arguments related thereto. Many of these exhibits often are not ultimately offered
into evidence and, if so, often not even relied upon by the parties. Accordingly, the parties should
make every effort to streamline the number of exhibits offered for admission, thus reducing the
evidentiary objections and ultimately narrowing the record to that evidence upon which the AL]J
should rely.

Given some of the similarities between I'TC hearings and district court trials, we recommend that
readers refer to the principles and best practices identified by WG10 in its Commentary on Patent
Litigation Best Practices: Case Management Issues from the Judicial Perspective Chapter.”® The principles and
best practices below are intended to supplement the chapter on case management with respect to
the issues and practices unique to Section 337 proceedings, particularly in light of some of the
differences in the conduct of hearings and the fast pace and complex nature of Section 337
proceedings.

Best Practice 41 — Parties are encouraged to narrow and streamline their case by
offering for admission only those exhibits upon which the AL]J
needs to rely in order to reach an Initial Determination.

Best Practice 42 — Parties are encouraged to streamline the hearing by objecting
only to those exhibits which are material to the ALJ’s Initial
Determination and to which a substantial objection can be
raised.

Best Practice 43 — Parties should not seek to admit any exhibit unless that exhibit
is substantively discussed in a witness statement or upon good
cause shown in the absence of a sponsoring witness.

3 The Sedona Conference, Commentary on Patent Litigation Best Practices: Case Management Issues from the Judicial Perspective

Chapter, THE SEDONA CONFERENCE (Dec. 2015), https://thesedonaconference.org/publication/Commentary_on
_Patent_Litigation_Best_Practices_Case_Management_Issues_from_the_Judicial_Perspective.
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Best Practice 44 — Parties should submit exhibit lists after the submission of
rebuttal witness statements and admissible deposition
designations and declarations.

The use of written witness statements (or admissible depositions or declarations) allows parties to
seek admission of large numbers of exhibits into the evidentiary record. For example, witnesses will
often state a proposition followed by a lengthy string of citations to exhibits without analysis of any
specific exhibit. Parties are encouraged to forego that practice. Rather, parties are encouraged to
identify only those exhibits substantively analyzed by a witness, thus presenting the ALJ with only
those exhibits upon which he or she needs to rely. By preparing exhibit lists after the submission of
written witness statements, the parties can more accurately identify those exhibits.

Best Practice 45 — All proposed demonstrative exhibits should have proper
foundation and contain citations to the supporting evidence.

Parties often seek the admission of demonstrative exhibits in lieu of evidentiary exhibits. This
practice results in much needless oral argument at trial. Parties are encouraged to seek admission of
demonstrative exhibits only where proper foundation has been laid by a witness and the
demonstrative cites to the underlying evidentiary exhibits.

Best Practice 46 — Witness statements should be limited in length to a defined
number of pages per side.

The presentation of a witness statement at a hearing takes the same amount of time whether it is one
page or one thousand pages. As a result, as noted above, the use of witness statements in I'TC
hearings encourages parties to seek the admission of more exhibits than necessary to make their
case. Witness statements also allow the parties to present ancillary arguments that are not necessary
for the ALJ to render a determination.

As a number of the ALJs have determined, a limit on the total number of pages for witness
statements encourages the parties to make only those arguments necessary for the ALJ to make a
favorable determination and offer for admission only those exhibits upon which the AL]J need rely.
The limit should be flexible based on number of parties, patents, claims, and complexity of each
investigation and may be a defined total number of pages for all witness statements for each party, as
provided by certain ALJs by order or in their ground rules.

Best Practice 47 — The parties should jointly submit an identification of
representative products for purposes of infringement and
domestic industry analysis.

Due to the complex nature of Section 337 hearings, in many instances there are dozens, if not
hundreds, of accused and domestic industry products. The parties are encouraged to submit a joint
statement or stipulation of representative products prior to the exchange of exhibits and witness
statements. This practice will allow the parties to focus their written testimony and designation of
proposed exhibits on an agreed-upon narrower scope of products.
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Best Practice 48 — The parties should agree to limit their objections to exhibits
and testimony to 10 high priority objections (“HIPOs”’) and 10
motions in limine (“MILs”), with the right to make oral
objections as needed at the hearing.

The use of witness statements allows the parties to identify all objectionable exhibits well in advance
of the hearing. As a result, parties often submit written objections in advance of the hearing on as
many exhibits as they possibly can, many times without concern as to the relevance of the exhibit or
the seriouness of the objection. This practice results in extensive written argument in advance of the
hearing, often with continued disputes at the hearing.

By limiting the parties advance written objections to 10 HIPOs and 10 MILs, the parties will focus
their disputes on only those exhibits which are truly objectionable and relevant to the ALJ’s Initial
Determination. The parties would retain the ability to make oral objections at the hearing as
necessary and for good cause.
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VII. Hearing Procedures

ITC hearings are tried in front of an ALJ who issues a written Initial Determination after the hearing
and post-hearing briefing are completed. Both the administrative nature of the hearing and the fact it
occurs in front of an ALJ have led to a number of unique procedural rules for I'TC hearings. For
example, depending on the assigned ALJ, parties typically rely on written witness statements
submitted under oath in lieu of live direct examinations. In addition, given the expedited nature of
the hearings and the large amounts of confidential information being discussed and shared, most
portions of I'TC hearings are typically conducted among counsel who have signed the administrative
protective order and outside the presence of clients, or sometimes a limited number of client
representatives. WG10 recommends the following best practices offering several procedural rules
for ITC hearings.

Best Practice 49 — Parties should be allowed opening argument prior to
commencement of their respective presentations of direct
witnesses.

Most ALJs currently allow the parties, including OUIL to present opening statements, not to exceed
a reasonable amount of time, prior to the commencement of the presentation of evidence. The
current proposal seeks to modify the current practice to allow parties some flexibility to conduct
openings immediately prior to the start of the parties’ respective cases-in-chief to better tailor the
opening statements to the expected evidence. The standard practice of deducting time for the
opening arguments from the respective sides would continue under this proposal.

Best Practice 50 — For good cause shown, parties may be provided a reasonable,
limited amount of live direct testimony, to be set by the ALJ, for
certain expert or fact witnesses on critical issues.

Presently, only two of the ALJs allow live testimony of witnesses as a general rule. Thus, witnesses
are typically tendered for cross-examination shortly after taking the stand. Although the current
procedure streamlines the hearing, it often leads to a disjointed process, as the witness is often
prevented from establishing his or her background and the foundation for his or her testimony or
explaining his or her position or opinion during the opening cross-examination, which is the first
live examination.

The current proposal seeks to modify this procedure to allow the parties some reasonable time, to
be set by the ALJ at his or her discretion, to conduct limited live direct examination of key witnesses
to help illuminate written testimony. Such a procedure would give the parties the opportunity to
craft their case and elicit helpful live testimony in front of the ALJ as the trier of fact prior to cross-
examination.
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Best Practice 51 — If a party does not contest the presence of a claim limitation
(either for infringement or validity), parties should be strongly
encouraged to reach appropriate stipulations to avoid the
introduction of unneeded evidence on such undisputed
limitations.

In an effort to streamline the hearing, as well as post-hearing briefing, this proposal seeks to remove
the need for a party to submit evidence regarding an uncontested claim element. The hearings often
turn on only a handful of elements, and precious hearing time and briefing space are all too often
devoted to uncontested elements.

Best Practice 52 — The ALJs should encourage parties and OUII to discuss
agreement to allow a client in-house representative to attend the
hearing even during presentation of confidential business
information, with exceptions for highly sensitive, confidential,
competitive market data or information about future products.

Due to the complex and strict nature of ITC protective orders, in-house representatives are normally
excluded from confidential portions of the hearing. Encouraging the parties to enter stipulations that
permit the presence of a client representative may streamline the hearing by allowing more nimble
decision-making from the client, particularly in the identification of arguments that should no longer
be advanced in light of developments at the hearing.
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VIII. Public Interest

Section 337 provides that when the Commission finds a violation, it “shall direct that the articles

concerned . . . be excluded from entry into the United States, unless, affer considering the effect of such
exclusion upon the public health and welfare, competitive conditions in the United States economy,
the production of like or directly competitive articles in the United States, and United States
consumers, it finds that such articles should not be excluded from entry.”” This is commonly
referred to as the “public-interest” analysis.

In recent years, the Commission has placed greater emphasis on developing a full record regarding
these public-interest considerations. In investigations where the Commission believes that the public
interest is likely to be implicated, it delegates public interest to the ALJ in the notice of institution
for discovery, the taking of evidence, and issuance of a recommendation on the issue. Pursuant to its
Rules, the Commission invites comments on whether public-interest issues are implicated and
whether public interest should be delegated to the ALJ in a notice issued in the Federal Register shortly
after a new complaint is filed." However, even if the Commission does not delegate the public
interest, the Commission will make that analysis when considering any remedy after the issuance of
an Initial Determination by the ALJ.

Because of the greater emphasis on developing a full record regarding these public-interest
considerations, WG10 provides best practices below for developing that record (whether delegated
or not). Further, the assertion of standard essential patents (SEPs) and associated fair, reasonable,
and nondiscriminatory terms (FRAND) issues have given rise to unique public-interest arguments,
and WG10 presents the below limited set of recommended best practices addressing those that take
on special significance in Section 337 investigations.

A. PUBLIC-INTEREST PROCEDURES

Best Practice 53 — When the public-interest analysis is delegated to the AL]J,
parties should promptly develop a full record on all relevant
issues, including, where appropriate, presenting evidence from
third parties such as industry participants and political
witnesses.

If the public interest is delegated, the parties develop the record as they would with any other issue
between the parties. Document requests and interrogatories are issued, depositions are taken, expert
reports are exchanged, third parties may be subpoenaed, and testimony is taken at the hearing. The
parties brief the issues, and the ALJ will include discussion of the public-interest factors in any Initial
Determination or recommendation on remedy. This best practice is consistent with that process and
is offered to encourage parties to actively and fully develop that record. It is often the case that
third-party positions on the public interest are not sought or obtained until after an Initial
Determination is issued. This best practice encourages parties not only to fully develop the record

% 19 US.C. § 1337(d)(1) (emphasis added).
19 CFR. §210.8(c).
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via discovery of each other, when the issue is delegated, but also to fully pursue industry, political, or
other relevant third-party positions for presentation to the ALJ.

If the public-interest issues are not delegated to the ALJ, the record is not developed and public
interest is normally not raised until after the Initial Determination and a recommended
determination (RD) on remedy and bond are issued. Shortly after the ALJ files the RD on remedy
and bond, the Commission issues a Notice of Request for Statements on the Public Interest. In this
notice, the Commission states that the parties, federal agencies, and “members of the public are
invited to file submissions of no more than five pages, inclusive of attachments, concerning the
public interest in light of the ALJ’s recommended determination on remedy and bonding” and sets a
deadline for doing so. That deadline is usually around 30 days from the filing of the RD.

The second opportunity for members of the public to submit comments on the public interest is
after the Commission determines whether it will review the Initial Determination. In the Notice to
Review, the Commission states that “[p]arties to the investigation, interested government agencies,
the Office of Unfair Import Investigations (‘OUILD’), and any other interested parties are encouraged to
file written submissions on the issues of remedy, the public interest, and bonding” and sets a
deadline for doing so. That deadline is usually 12 to 14 days from the date of the Notice to Review.

Best Practice 54 — Where the public interest is not delegated to the AL]J, the
parties should not delay developing any public-interest evidence
until after the hearing. The parties should be prepared to
promptly present that analysis to the Commission.

This best practice is meant to ensure that the public-interest analysis is fully developed for the
Commission should it become a significant issue in the investigation, even if the analysis was not
delegated to the ALJ. If the parties are focused solely on the merits of the investigation and do not
turn to public-interest issues until after the issuance of the Initial Determination and RD, there is
likely little time left to fully develop the public-interest analysis, even after the Commission has
provided a public-interest briefing period.

B. PUBLIC INTEREST WHEN SEP/FRAND IS INVOLVED

In general, ITC investigations involving alleged SEPs may include the same public-interest issues
that arise in similar cases involving patents that are not standard-essential, i.e., the ITC will consider:
the public health and welfare; competitive conditions in the U.S. economy; the production of like or
directly competitive articles in the United States; and the interests of U.S. consumers. SEPs may also
be subject to the processes, rules, and policies of the standard setting organization (SSO) that
promulgated the standard at issue," and which in turn may give rise to potential defenses and public-
interest issues that may be pertinent in I'TC cases.

# Common examples of SSOs include cellular wireless standards of the 3rd Generation Partnership Project (3GPP)
under the European Telecommunications Standards Institute (ETSI) or the Wil'i standards set by the 802.11
Working Group under the Institute of Electrical and Electronics Engineers Standards (IEEE). But there are
hundreds of other standards and SSOs which cover a myriad of technologies.
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In many SSOs, a participant or member in a standards body may contractually agree to offer
adopters of that standard a license to its patents on fair, reasonable, and nondiscriminatory terms
according to the terms of that body. The impact of a FRAND commitment in any particular case
must begin with an analysis of that commitment under the rules of the SSO that promulgated the
standard at issue. FRAND commitments vary between different SSOs—and even over time within
an individual SSO. A FRAND commitment may or may not give rise to a defense that exclusionary
relief would be inappropriate in view of the FRAND commitment. Determining the answer in any
given case requires an exploration of the parties’ negotiation history and consideration of other
circumstances, such as the language of the SSO by laws and agreements.

It is noteworthy that relatively few SEP-based cases have been brought in the ITC. Among those
which have been brought, a number of them settled without any resulting substantive decisions. In
nearly all SEP cases that did not settle, the complainants failed to establish a violation of Section 337
(e.g., the patents were not shown to be valid and infringed, or the requisite domestic industry was
not established). Accordingly, there was no need in those cases for the Commission to address
remedial issues or the public interest that may otherwise have been implicated. As a result, there is
limited case-law guidance from the Commission, let alone the federal circuit, on how AL]Js should
approach public-interest issues involving SEPs subject to a FRAND commitment.

Indeed, as of this writing, the I'TC has issued only one exclusion order in a SEP case—and that
order was subsequently disapproved by the U.S. Trade Representative (USTR), operating under
authority delegated by the president of the United States.*

Especially in the absence of appellate case authority, the USTR’s August 3, 2013, letter merits
attention, and litigants should understand the concerns raised in that letter. The letter notes that
excluding from importation products that infringe SEPs may in some circumstances create undue
leverage, but there should be no categorical rule against exclusion orders on SEPs.

The letter provides a nonexclusive list of examples where an exclusion order may be appropriate,
such as where the putative licensee refuses to negotiate in good faith towards a FRAND license.
Moreover, factors other than the pure negotiation history may support exclusion in a particular SEP
case. The USTR’s letter states that “[a]n exclusion order also could be appropriate if a putative
licensee is not subject to the jurisdiction of a court that could award damages.” Given the number of
ITC cases involving foreign respondents, this factor could easily come into play in future cases.

The USTR instructed the ITC to examine, in its future public-interest analysis, evidence of patent
holdup or patent holdout in more detail. The USTR underscored that the Commission should be
certain to (1) examine thoroughly and carefully on its own initiative the public-interest issues
presented both at the outset of its proceeding and when determining whether a particular remedy is

42 'This case was Certain Electronic Devices, Inclnding Wireless Communication Devices, Portable Music and Data Processing Devices,

and Tablet Computers, Inv. No. 337-TA-794, in which Samsung sought and obtained a limited exclusion order that
would have applied to certain Apple iPhone models. The USTR, Ambassador Michael Froman, was delegated
authority by President Obama. See letter from Michael Froman to the Honorable Irving A. Williamson, Chairman,
U.S. ITC (August 3, 2013), https://ustr.gov/about-us/policy-offices/ press-office / press-releases /2013 /august/
froman-decision-regarding (re: Disapproval of the U.S. International Trade Commission’s Determination in the

Matter of Certain Electronic Devices, Including Wireless Communication Devices, Portable Music and Data
Processing Devices, and Tablet Computers, Investigation No. 337-TA-794).
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in the public interest, and (2) seek proactively to have the parties develop a comprehensive factual
record related to these issues in the proceedings before the ALJ and during the formal remedy phase
of the investigation before the Commission, including information on the standard-essential nature
of the patent at issue if contested by the patent holder, and the presence or absence of patent
holdup or reverse holdup. The USTR wrote that the Commission in future SEP cases should make
explicit findings on these issues to the maximum extent possible.

Consistent with the USTR’s advice, the assigned ALJ in a subsequent case took a detailed approach
in issuing an Initial Determination.* Ultimately, neither the ALJ nor the Commission found a
violation of Section 337 in that case brought by InterDigital against Nokia. But that Initial
Determination included an in-depth discussion of the FRAND issues presented by the parties, and
discussion of certain failings by a party to make showings that supported their FRAND-related
claims or defenses.

As of this writing, the district courts have applied a variety of techniques to analyze FRAND
royalties. It is a proper subject for expert opinion, and pertinent case authorities have typically
looked to the Georgia-Pacific factors that are applied in a district court damages analysis, or at least a
subset of them." Although this approach may sound alien to an ITC proceeding because its
investigations do not address damages for infringement, it is not appreciably different from the
processes that have been routinely applied by ALJs and the Commission for determining the proper
bond amount applied to products imported after an exclusion order has been entered during the 60-
day presidential review period. In light of the close scrutiny that will be applied to the public interest
in SEP cases, it is advisable that a complainant’s public-interest statement address the parties’
negotiation history.

The Commission has, as it should, typically delegated public interest to the ALJ in SEP cases so that
evidence can be gathered as to whether a patent is in fact standard-essential and whether each party
has negotiated in good faith in accordance with the applicable FRAND principles. Moreover, the
ITC has solicited additional briefing from parties and non-parties to understand the potential
impacts of an exclusion order in SEP cases.

Some have sought to use the 100-day pilot program to address FRAND issues early in an
investigation. Such requests have so far been rebuffed by the Commission.* In many cases, fully
developing the record may be complicated and too difficult to accomplish in this short timeframe.

# Certain 3G Mobile Handsets And Components Thereof, Inv. No. 337-TA-613, Initial Determination on Remand
(Apr. 27, 2015).

# For a more detailed discussion, see Anne Layne-Farrar & Koren Wong-Ervin, Methodologies for Calentating FRAND
Royalty Rates and Damages: An Analysis of Existing Case Law, LAW360 (Oct. 1, 2014), available at https:/ /sstn.com/
abstract=2668623.

4 See Certain Industrial Control System Softwate, Systems Using Same, and Components Thereof, Inv. No. 337-TA-
1020, Order Denying Request For Entry Into Eatly Disposition Pilot Program (Sept.13, 2016).
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Best Practice 55 — All parties should address any FRAND issues early in the case
in their respective public-interest statements.

A complainant who acknowledges it is asserting a SEP that is subject to a FRAND commitment
should take the opportunity in its public-interest statement to describe why exclusionary relief is
appropriate in that case based on the history of negotiations and the circumstances of the parties.

Similarly, a respondent in its rebuttal statement should be prepared to address essentiality, any
evidence of “holdup,” and any other factors that may weigh against exclusionary relief under the
circumstances.

Similar briefing should occur in the pre-hearing and post-hearing briefings, which will presumably be
more detailed, as they occur after discovery.

Best Practice 56 — Although the decision on whether to direct the AL]J to take
public-interest evidence is in the Commission’s sole discretion,
having the AL]Js do so in the first instance appears to be

desirable given the factual issues that frequently arise in
SEP/FRAND cases.

Although the decision on whether to direct the ALJ to take public-interest evidence is in the
Commission’s sole discretion, having the ALJs do so in the first instance appears to be desirable, in
particular in light of the USTR letter in Samsung v. Apple,' given the factual issues that arise in
SEP/FRAND cases, including those undetlying:

e any determination of whether a patent-in-suit is in fact essential to the practice of the
standard;

e any assessment of the specific zuter partes review (IPR) policy at issue to determine the scope
of the FRAND commitment under that specific IPR policy;

e any determination of what constitutes a reasonable FRAND range, if not defined in the
specific IPR policy at issue;
e any assessment of whether the patent owner violated its FRAND commitments; and

e any determination of whether a respondent refused to offer fair compensation for the use of
the patented invention incorporated into the standard.

Best Practice 57 — Mediation should be strongly encouraged where a FRAND
defense is raised.

Given the complexity and the far-reaching potential impact of SEP cases, mediation should be
strongly encouraged where a FRAND defense is raised.”’

4 For full discussion, see Layne-Fatrat, supra note 44.

47 In 2008, the ITC established a pilot mediation program for Section 337 investigations modeled after the Federal
Circuit’s mediation program, and the I'TC made the program permanent in 2010. The mediation program is
administered by the I'TC Secretary’s Office, and when a Section 337 investigation is instituted and a complaint is
served by the secretary, the parties are provided materials describing the Commission’s mediation program. Similar
to other court-sponsored mediation programs, the I'TC’s mediation program is generally voluntary and confidential.
The ITC has assembled a list of qualified mediators who have agreed to serve; however, the parties are free to use
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IX. Petitions for Review

Section 337 litigation proceeds very quickly, and, in particular, the petitions-for-review stage has very
tight deadlines. The parties have only 12 days to file a petition for review of an ALJ’s Initial
Determination. The Initial Determination is often hundreds of pages and is marked confidential,
precluding access by client representatives. Decisions as to what issues to appeal, and briefing on
those issues, must be made quickly.

Best Practice 58 — Clients should promptly be provided with the non-confidential
portions of the Initial Determination to allow their input during
the petition-for-review process. To facilitate client input in
petitions for review, the private parties should identify any
confidential business information in the ALJ’s Initial
Determination within 48 hours of receiving the Initial
Determination and exchange that identification with opposing
counsel.

Clients, in particular clients with in-house attorneys, are often frustrated late in a case by the I'TC’s
strict protective orders. When the AL]J issues the Initial Determination after the hearing, clients are
not only anxious to find out the result, but are also concerned with reviewing the AL]J’s reasoning
and identifying issues to appeal in the petition for review. Because the I'TC rules provide that any
issue decided adversely to a party must be raised in a petition for review in order to preserve that
issue for review by the ITC or the federal circuit, the choice of which issues to appeal is an
important one. However, an Initial Determination is typically issued as a confidential document, and
a public version is not published until after petitions for review are due. Attorneys can prepare
petitions for review without detailed client input, but in doing so may err on the side of including all
issues adverse to the party, making petitions for review longer and wasting resources on issues that a
party might otherwise not pursue if the party was provided an opportunity to review the full
reasoning in the Initial Determination.

Parties should agree, ideally before issuance of the Initial Determination, upon a process that will
rapidly identify confidential business information of their respective clients in order to create
redacted versions of the Initial Determination in an expedited manner to allow for client input on
the determination of which issues to petition.

other mediators. Certain ALJs require the parties to use the I'TC’s mediation program in lieu of one of the settlement
conferences required by their ground rules. A separate group within WG10 has issued a paper on mediation, which
we recommend for general mediation procedures. The Sedona Conference, Commentary on Patent Litigation Best
Practices: Patent Mediation Chapter, THE SEDONA CONFERENCE (Apt. 2017), https://thesedonaconference.org/
publicntion/Commental‘yfoanatentﬁl itigation_Best_Practices_Patent_Mediation_Chapter.

35


https://thesedonaconference.org/publication/Commentary_on_Patent_Litigation_Best_Practices_Patent_Mediation_Chapter
https://thesedonaconference.org/publication/Commentary_on_Patent_Litigation_Best_Practices_Patent_Mediation_Chapter

The Sedona Conference Commentary on Patent Litigation Best Practices: International Trade Commission Section 337 Investigations Chapter May 2019

X. Enforcement and Modification of ITC
Exclusion Orders, Cease-and-Desist
Orders, and Consent Orders

Questions concerning the enforcement of exclusion orders and cease-and-desist orders frequently
arise after the conclusion of a Section 337 investigation. For instance, complainants often contend
that respondents are circumventing an exclusion order, cease-and-desist order, or consent order.
Complainants also contend that respondents’ new models or redesigned products should be
excluded under extant exclusion orders and cease-and-desist orders. Conversely, respondents often
contend that the circumstances giving rise to an exclusion order, cease-and-desist order, or consent
order have changed, and that such order should be modified or rescinded. Respondents frequently
point out that new models or redesigned products introduced after the exclusion order or cease-and
desist-order has been issued are outside the scope of such orders. The Commission’s rules provide a
number of avenues for complainants to enforce exclusion orders or cease-and-desist orders, and for
respondents to clarify whether new models or redesigned products are outside the scope of
exclusion orders or cease-and-desist orders.

Best Practice 59 — The parties and the ITC should delineate the scope of the
“articles” under investigation so that it is clear what products
are ultimately covered by any I'TC orders.

Best Practice 60 — Respondents should do their best to develop the record to
distinguish what is or is not infringing during the course of the
investigation.

Best Practice 61 — Where possible, efforts should be made to include actual and
concrete potential redesigns in the record of the initial
investigation.

Best Practice 62 — Where the record is complete enough and there has been
actual importation, the AL]J and the ITC should make
determinations related to noninfringing redesigns in the initial
investigation.

During the investigation, respondents should consider whether to have the ALJ adjudicate new
models and redesigned products that potentially do not infringe the asserted patents. Important
considerations for respondents are whether the product can be redesigned easily and cost-effectively
to cleatly avoid infringement and whether the redesigned product can be manufactured and
imported before discovery closes during the investigation. To ensure adjudication, the parties should
make sure the new model is imported during the investigation, that samples and all relevant
information concerning the new model or redesign are produced during discovery, and that the
experts opine on infringement or noninfringement of the new models and redesigned products.
Adjudicating new models and design-around products during the investigation takes advantage of
the 7nter partes nature of a Section 337 investigation, the Commission’s expertise in the products and
the patents, and the timeline of the original investigation.
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Best Practice 63 — The ITC should consider and act on requests for enforcement
proceedings, modification proceedings, and advisory opinions
as to the scope of an exclusion order as expeditiously as
practicable.

If new models or redesigned products are not adjudicated during the investigation, ancillary
proceedings are available to determine the scope of an exclusion order, cease-and-desist order, or
consent order. Complainants may seek to institute an enforcement proceeding.* Enforcement
proceedings can be informal, conducted by the OUII, or formal, conducted by the Commission. A
formal enforcement proceeding is commenced in much the same way as an original investigation—
by complaint. Enforcement proceedings typically include discovery, experts, a hearing, briefs, an
Initial Determination by the ALJ, and a final Commission decision much like a normal investigation.
At the conclusion of the enforcement proceeding, the Commission can (1) modify the exclusion
order, cease-and-desist order, or consent order to prevent the unfair practices that were the basis for
the original order; (2) bring a civil action in a U.S. district court to obtain an injunction enforcing the
cease-and-desist order or exclusion order, or recover civil penalties accruing to the United States for
breach of a cease-and-desist order or consent order; or (3) revoke the cease-and-desist order or
exclusion order and direct that articles concerned be excluded from the United States. Because
enforcement proceedings are designed to enforce an existing exclusion, cease-and-desist order, or
consent order, this remedy generally is available only to complainants.

Parties also may request a modification or rescission proceeding.” For example, respondents may
request a rescission proceeding if the complainant’s domestic industry were to cease to exist.
Modification or rescission proceedings are commenced by petition and seek to modify or rescind an
exclusion order, cease-and-desist order, or consent order based on changed circumstances. Like
enforcement proceedings, modification or rescission proceedings typically include discovery,
experts, a hearing, briefs, an Initial Determination by the ALJ, and a final Commission decision. At
the conclusion of the modification or rescission proceeding, the Commission may take any
appropriate action, including the modification or rescission of an exclusion order, cease-and-desist
otder, or consent order. Because modification or rescission proceedings are designed to modify or
rescind an existing exclusion, cease-and-desist order, or consent order based on changed
circumstances, this remedy generally is available only to respondents.

Any person may seck an advisory opinion with respect to a proposed course of action.” As will be
discussed below, an alternative approach regarding redesigns can be made by the respondent
through a procedure available through U.S. Customs and Border Protection (CBP) in the
Department of Homeland Security. Advisory opinions are designed to determine whether the
proposed importation of a new model or redesigned product would violate a Commission exclusion
order, cease-and-desist order, or consent order. During an advisory opinion proceeding, the
Commission will also examine whether enforcement of Section 337 with respect to the new model
ot redesigned product would be in the public interest. Advisory opinions are considered by CBP to
be determinative of the scope of Commission exclusion orders.

% 19 C.FR. § 210.75.
© 19 C.FR. § 210.76.
%19 C.FR. §210.79().
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An adverse decision in an enforcement proceeding or modification proceeding is subject to appeal
to the U.S. Court of Appeals for the Federal Circuit. Advisory opinions are not subject to appeal.

The Commission has adopted a Pilot Program for Rulings on Redesigned Products in Commission
Post-Order Proceedings.” The pilot program is designed to provide expedited review of redesigned
products. Under this pilot program, a petition for modification may be filed with the Commission
containing factual allegations supporting a claim that a redesigned or new product is not covered by
an existing exclusion order, cease-and-desist order, or consent order, if evidence of the redesign
could not have been brought to the attention of the Commission during the original investigation.
The Commission would then evaluate the claim and, if appropriate, modify the order specifically to
exempt the redesigned or new product. Petitions for modification under the pilot program involving
purely legal questions are conducted by the Commission’s Office of General Counsel with a
recommendation to the Commission, and with the final Commission decision to be issued within 60
to 90 days. Petitions for modification involving minimal fact-finding are conducted by the OUII
with a recommendation to the Commission, and with the final Commission decision to be issued
within 90 to 180 days. Petitions for modification involving extensive fact-finding are conducted by
an ALJ with an Initial Determination to the Commission, and the final Commission decision will be
issued within six to nine months. These modification proceedings may also be requested by
prospective importers.

As a general proposition, parties should consider taking advantage of enforcement, modification, or
advisory opinion proceedings before the Commission, rather than, as will be discussed below,
proceedings before CBP to adjudicate new models and design-around products. Commission
ancillary proceedings allow the parties to benefit from the considerable expertise the Commission
has developed in the product, the patents, and the market. In particular, the Commission will be
very familiar with its construction of the patent claims and its interpretation of what products do
and do not infringe the asserted patents. Commission ancillary proceedings also allow the parties to
subscribe to the administrative protective order (APO) from the main investigation and get access to
the confidential portions of the administrative record.

Best Practice 64 — The ITC and CBP should cooperate to clarify the scope of
exclusion orders to enhance enforcement, while recognizing the
ITC’s primary responsibility for construing its own remedial
orders.

Remedies are also available to respondents at CBP for determining whether new models or
redesigned products are within the scope of an exclusion order, cease-and-desist order, or consent
order. For example, a respondent may request a headquarters ruling from CBP,” which seeks
approval to import the new model or redesigned product in a prospective importation. Respondents
can also attempt to enter the new models or redesigned products into the United States and, when
the articles are excluded, seized, or forfeited, file a protest with CBP.” Adverse decisions on a CBP

51 U.S. INTERNATIONAL TRADE COMMISSION, PILOT PROGRAM WILL TEST EXPEDITED PROCEDURES FOR USITC
MODIFICATION AND ADVISORY OPINION PROCEEDINGS, https://www.usitc.gov/press_room/featured_news/
pilot_program_will_test_expedited_procedures_usitc.htm (last visited May 15, 2019).

52 See 19 C.F.R. pt. 177, subpt. A.
5 See19 C.F.R. § 174.

38


https://www.usitc.gov/press_room/featured_news/pilot_program_will_test_expedited_procedures_usitc.htm
https://www.usitc.gov/press_room/featured_news/pilot_program_will_test_expedited_procedures_usitc.htm

The Sedona Conference Commentary on Patent Litigation Best Practices: International Trade Commission Section 337 Investigations Chapter May 2019

ruling, request, or a denial of a CBP protest are subject to appeal by the importer to the U.S. Court
of International Trade (CIT),” although judicial review of 2 CBP headquarters ruling requires the
petitioner to show that it would suffer irreparable harm in the absence of pre-importation review.

It is important to note that CBP may be reluctant to make a decision on whether new models or
redesigned products are within the scope of an exclusion order, cease-and-desist order, or consent
order without considerable input from the Commission. Although CBP proceedings on exclusion
order rulings can be conducted on an ex parte basis, CBP has exercised its administrative discretion
in certain cases to hold an adversarial hearing on a headquarters ruling request on an znfer partes basis,
and has done so recently.”

There may be good reasons not to pursue CBP remedies in lieu of Commission ancillary
proceedings. In CBP proceedings, the parties do not have access to the confidential record from the
main Section 337 investigation. Patentees do not receive notice when an importer seeks a ruling
letter on a new model or redesigned product or protests the exclusion of such products. Patentees
also have no right to participate in protest proceedings brought by importers to challenge the
interdiction of goods covered by Commission exclusion orders, and patentees appear to be barred
from appealing an adverse ruling to any court.”® With respect to the protest procedure,” CBP may
seize the respondents’ articles, and such seizure sets a bad tone for further proceedings in which the
merits of new models or redesigned products are being advocated before CBP. Finally, importers’
appeals are to the CIT, which has very limited experience in patent litigation, and appeals based on
the denial of a protest™ foreclose intervention by the patentee.”

Best Practice 65 — The ITC, with the parties’ input, should continue to clearly
define actions prohibited by its cease-and-desist orders.

Section 337 provides potentially substantial monetary penalties for violations of cease-and-desist
orders and consent orders. For example, the Commission may impose a civil penalty for violations
of a cease-and-desist order equal to $100,000 or twice the domestic value of the merchandise per day
for each day on which a violation occurs.”’ The Commission similarly can impose significant
remedies for violations of consent orders. For example, the Commission imposed a civil penalty in
the amount of $6,242,500 against a respondent for violation of a consent order.” The Commission’s
decision was affirmed on appeal, even though the patent at issue in the investigation that gave rise to

% 19 US.C.§ 1514; 28 US.C. § 1581(a) and (h).

55 See, e.g., CBP Ruling Request, U.S. Customs and Border Protection Ruling re Limited Exclusion Otder in Inv. No.

337-TA-944, Certain Network Devices, Related Software & Components Thereof, IPR H284032RL, at 1 (Apr. 7,
2017) (“This ruling letter, issued under 19 C.F.R. § 177, is the result of an inter partes proceeding . . . .”).

5% Corning Gilbert Inc. v. United States, 896 F. Supp. 2d 1281 (Ct. Int’l Trade 2013).
57 See 19 C.F.R. § 174.

8 See28 US.C. § 1581(a).

% 28 U.S.C. § 2631(G)(1)(A).

19 US.C. § 1337(H(2).

1 Certain Two-Way Global Satellite Communications Devices, Inv. No. 337-T'A-854 (Enforcement Proceeding),

Comm’n Op. (June 17, 2014), aff'd, DeLoorme Publishing Co., Inc. v. ITC, 805 F.3d 1328 (Fed. Cir. 2015), cert. denied
sub nom., DBN Holding, Inc. v. ITC, 137 S. Ct. 538 (2016).
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the consent order was found to be invalid in a parallel district court proceeding while the appeal was
pending.”

In another case, by contrast, the Commission deferred judgment on whether to enforce a $37
million recommended penalty for breach of a cease-and-desist order pending appeal of the
Commission’s decision finding a violation of Section 337. In Certain Marine Solar Imaging Devices, the
Commission found that respondent violated Section 337 by infringing two of the complainant’s
patents, and the ALJ subsequently determined in an enforcement proceeding that the respondent
violated the Commission’s cease-and-desist orders.” When the Federal Circuit reversed the
Commission’s finding of violation and held that the asserted patents were invalid, respondent sought
a stay of Commission review of the ALJ’s enforcement Initial Determination with respect to the
civil penalty, and an extension of time.** The Commission extended the time for reviewing the ALJ’s
enforcement Initial Determination until three weeks after the Federal Circuit’s reversal.®”

These cases illustrate the Commission’s authority to impose substantial penalties for violations of
the Commission’s consent orders and cease-and-desist orders, although it is an open question
whether such penalties should survive district court or appellate decisions invalidating the patents on
which such orders were based. Accordingly, it is important for the Commission to continue to
define, and for the parties to understand clearly, the actions prohibited by cease-and-desist orders.

Best Practice 66 — CBP should formally adopt its proposal to provide for an inter
partes process designed to allow participation by complainants
and respondents in the evaluation of whether new products are
covered by exclusion orders.

In November 2014, the Government Accountability Office (GAO) issued a report entitled U.S.
Customs and Border Protection Could Better Manage Its Process to Enforce Exclusion Orders.” The GAO report
noted that CBP has drafted a notice of proposed rulemaking (NPRM) that would institute a new
inter partes process within its administrative rulings process for new models and redesigned
products.”” It is recommended that CBP promptly issue the NPRM so that a new #ufer partes process
is subject to extensive public comment and review, and then, if approved by stakeholders, can be
implemented.

02 Following a further appeal from the Commission’s denial of rescission of the civil penalty order in light of the

district court’s decision holding the asserted patent invalid, the Federal Circuit remanded the Commission’s decision
to the ITC. See DBN Holding Inc. v. ITC, 755 F. App’x. 993, (Fed. Cir. 2018). On remand, the ITC has sought
briefing on whether or not to rescind the civil penalty.

65 Certain Marine Solar Imaging Devices, Inv. No. 337-TA-921, Enforcement Proceeding, Initial Determination (May

25, 2017).
6 Garmin Int’l, Inc. v. ITC, 697 F. App’x 1007, (Fed. Cir. 2017).
9 Certain Matine Solar Imaging Devices, Inv. No. 337-TA-921, Notice of Comm’n Determination (June 26, 2017).
6 _Apailable at http:/ /www.gao.gov/products/ GAO-15-78.
67 19 CFR. pt. 177.
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X1I. Public Versions of Documents
Containing Confidential Business
Information

The Commission’s use of very strong protective orders has been essential to the efficient resolution
of ITC investigations by giving parties confidence that their confidential information will be
protected in these fast-moving, complex actions. The continued strong protection of confidential
business information and trade secrets in ITC proceedings will continue to help alleviate potential
concerns of both parties and non-parties who are asked to produce confidential business
information in discovery.

While the Commission’s protection of confidential business information has been very effective,
litigants and practitioners have identified certain practices and rules that have disrupted the efficient
resolution of I'TC investigations. For example, on the one hand, the strong protection afforded by
the Commission can be disruptive where practitioners over-designate information as confidential,
thus hindering the client-parties’ ability to be fully informed and thereby hampering their decision-
making process. On the other hand, the protection offered by the Commission can be too weak, for
example, where the Commission requires that settling parties provide public versions of their
settlement agreements, thereby disrupting the efficient resolution of an investigation. The best
practices identified below try to address some of these issues.

Best Practice 67 — Over-designation of material by the parties that is not in fact
confidential or a trade secret should be discouraged in order to
facilitate timely sharing of information with clients to allow
informed decision-making, and for public access.

In addition to the pleadings and other documents for which the ITC rules or an ALJ’s ground rules
require public versions to be filed, the parties should be instructed to meet and confer and attempt
to reach compromise about whether and when non-confidential or semi-confidential versions of
other substantive documents, such as motions and interrogatory responses (such as
infringement/invalidity contentions for client access only), will be made available for access by
clients, and whether and when public versions have to be filed. For this purpose, “semi-
confidential” refers to a version of a document that may include unredacted confidential
information of one or more parties or non-parties who consent to client access (but not public
filing) of certain information. Absent stipulation between the parties (and any affected non-parties),
the ALJ can be requested to order a showing of good cause as to why a party refuses to provide
such a non-confidential version.

To facilitate identification of legitimately confidential material and enhance the discovery
conferences under the I'TC’s protective order, at the time of filing, all such motions and responses
should be bracketed by the filing party to identify the parties’ claimed confidential business
information. This practice does not require the filing of a declaration. In the event a party believes
the document remains “over-designated,” the discovery conferences could resolve such issues, and,
if not, the AL] may be requested to impose a certification of confidentiality by declaration of the
designating party.
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Absent other stipulations between the parties, for all discovery responses the supplying party should
provide a non-confidential or semi-confidential version to the receiving party upon request within
three business days after service or filing, with the exception of pre- and post-hearing briefs, which
should be provided within five business days after request.

Best Practice 68 — The Commission and AL]Js should defer to the confidentiality
designations of settling parties absent a prima facie showing
that the confidential designations are not substantive.

Under ITC rules, the filing of a motion to terminate an investigation based on settlement or other
agreement must be accompanied by a public version of any such agreement.” Parties, however, are
very reluctant to have portions of a settlement agreement made available to the public and,
therefore, available to their competitors. Some agreement terms may have more relevance to the
Commission’s interests than others. For example, confirming that the scope of a license is sufficient
to cover the products at issue is relevant and perhaps less sensitive than the financial terms of the
agreement. The Commission itself will have access to the unredacted agreements. Yet, under current
practice, motions to terminate can be rejected because the public versions of settlement agreements,
including financial terms, have, in the view of the Commission decision-maker, too much
information redacted. This process not only delays termination of the investigation and increases
costs for the parties and the Commission, but it also results in situations where parties are obligated
to disclose too much about their resolution. It may even hinder settlement in some cases. This
problem may arise because ALJs may not be able to fully appreciate the competitive landscape of a
particular industry and how certain information may be held confidential within the context of that
industry.” Thus, rigid application of the confidentiality test in the context of parties designating
settlement documents confidential should be discouraged. The Commission is not just the
adjudicator between the parties, but must ensure that agreements not harm the public interest or
trade in the United States.

This best practice protects the confidential information of settling parties without impeding the
Commission’s ability to assess the public-interest or trade-policy consequences of any agreements
and still maintains the public filing requirement. This best practice promotes efficient and quick
resolution of motions to terminate by settlement or other agreement and strengthens the protections
afforded to parties engaged in settlement negotiations. First, it allows the parties to more freely draft
their agreements without fear that portions may be unnecessarily disclosed because the ALJs and
Commission should, in the first instance, defer to the parties’ designations of confidentiality and not
be bound by an overly rigid application of the confidentiality test. Second, it allows the more
efficient resolution of the motion to terminate itself, without the back and forth between the parties
and the AL] over what redactions are appropriate. Importantly, this best practice maintains the
ALJ’s and the Commission’s ability to assess what impact any agreement may have on the public
interest and trade in the United States.

% Commission Rule 210.21(b)(1).

% An example of this process is Certain Wireless Standard Compliant Electronic Devices, Including Communications Devices and

Tablet Computers, Inv. No. 337-T'A-953, in which the resolution of the public version of the settlement agreement was
not obtained until after interlocutory review and reversal of the ALJ’s order disclosing certain terms redacted by the
parties.
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The Sedona Conference Working Group
Series & WGS Membership Program

“DIALOGUE
DESIGNED
TO MOVE
THE LAW
FORWARD
IN A
REASONED
AND JUST
WAY.”

The Sedona Conference was founded in 1997 by Richard Braman in pursuit of
his vision to move the law forward in a reasoned and just way. Richard’s
personal principles and beliefs became the guiding principles for The Sedona
Conference: professionalism, civility, an open mind, respect for the beliefs of
others, thoughtfulness, reflection, and a belief in a process based on civilized
dialogue, not debate. Under Richard’s guidance, The Sedona Conference has
convened leading jurists, attorneys, academics, and experts, all of whom
suppott the mission of the organization by their participation in conferences
and the Sedona Conference Working Group Series (WGS). After a long and
courageous battle with cancer, Richard passed away on June 9, 2014, but not
before seeing The Sedona Conference grow into the leading nonpartisan,
nonprofit research and educational institute dedicated to the advanced study of
law and policy in the areas of complex litigation, antitrust law, and intellectual

property rights.

The WGS was established to pursue in-depth study of tipping point issues in
the areas of antitrust law, complex litigation, and intellectual property rights. It
represents the evolution of The Sedona Conference from a forum for advanced
dialogue to an open think tank confronting some of the most challenging issues
faced by our legal system today.

A Sedona Working Group is created when a “tipping point” issue in the law is
identified, and it has been determined that the bench and bar would benefit
from neutral, nonpartisan principles, guidelines, best practices, or other
commentaries. Working Group drafts are subjected to a peer review process
involving members of the entire Working Group Series including—when
possible—dialogue at one of our regular season conferences, resulting in
authoritative, meaningful, and balanced final commentaries for publication and
distribution.

The first Working Group was convened in October 2002 and was dedicated to
the development of guidelines for electronic document retention and
production. Its first publication, The Sedona Principles: Best Practices
Recommendations & Principles Addressing Electronic Document Production, has been
cited favorably in scores of court decisions, as well as by policy makers,
professional associations, and legal academics. In the years since then, the
publications of other Working Groups have had similar positive impact.

Any interested jurist, attorney, academic, consultant, or expert may join the
Working Group Series. Members may participate in brainstorming groups, on
drafting teams, and in Working Group dialogues. Membership also provides
access to advance drafts of WGS output with the opportunity for eatly input.
For further information and to join, visit the “Working Group Series” area of
our website, https://thesedonaconference.org/wgs.
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The Sedona Conference Working Group
10 on Patent Litigation Best Practices—

List of Steering Committee Members and
Judicial Advisors

The Sedona Conference’s Working Group 10 on Patent Litigation Best Practices Steering
Committee Members and Judicial Advisors are listed below. Organizational information is included
solely for purposes of identification.

The opinions expressed in publications of The Sedona Conference’s Working Groups, unless
otherwise attributed, represent consensus views of the Working Groups’ members. They do not
necessarily represent the views of any of the individual participants or their employers, clients, or any
organizations to which they may belong, nor do they necessarily represent official positions of The
Sedona Conference. Furthermore, the statements in each publication are solely those of the non-
judicial members of the Working Group; they do not represent judicial endorsement of the opinions
expressed or the practices recommended.

Steering Committee Membets

Matthew Powers, Tensegrity Law Group LLP - WG10 Chair & WG9 Vice-Chair
R. Eric Hutz, Reed Smith LLLP - WG9 Chair

Teresa Rea, Crowell & Moring LLP - WG10 Vice-Chair
Ronald A. Antush, Nokia of Americas Corp.

G. Brian Busey, Morrison & Foerster LLP

Neel Chattetjee, Goodwin Proctor LLP

Deborah Fishman, Arnold & Porter Kaye Scholer LLP
Philip S. Johnson, Johnson-IP Strategy and Policy Consulting
Suzanne Michel, Google

Jonathan Stroud, Unified Patents

Eley O. Thompson, Foley & Lardner LLLP

Mark Wine, Orrick, Herrington & Sutcliffe LLP

TJudicial Advisors

Hon. Cathy Ann Bencivengo, U.S. District Judge, Southern District of California

Hon. Cathy Bissoon, U.S. District Judge, Western District of Pennsylvania

Hon. Hildy Bowbeer, U.S. Magistrate Judge, District of Minnesota

Hon. Stanley R. Chesler, U.S. District Judge, District of New Jersey

Hon. Joy Flowers Conti, Chief U.S. District Judge, Western District of Pennsylvania

Hon. Leonard E. Davis (ret.), Fish & Richardson; Chief U.S. Distict Judge, Eastern District of Texas

Hon. Theodore R. Essex (ret.), Hogan Lovells; Administrative Law Judge, U.S. International Trade
Commission

Hon. Marvin J. Garbis (ret.), U.S. District Judge, District of Maryland

Hon. Paul Grewal (ret.), Facebook, Inc.; U.S. Magistrate Judge, Northern District of California
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